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United States Court of Appeals for the 
District of Columbia 

■ 

a District Court of the United States for the District 

of Columbia. 

! 

No. 57455 In Equity. 

i 

The Kay & Ess Company, Plaintiff, 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

United States of America, 

District of Columbia, ss: 

BE IT REMEMBERED, That in the District Court of the 
United States for the District of Columbia, at the 
City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were 
filed and proceedings had, in the above-entitled 
cause, to wit:— 

1 Supreme Court of the District of Columbia 

Filed July 23, 1934 
In Equity No. 57455 
The Kay & Ess Company, Plaintiff, 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

Bill of Complaint 
For the Issuance of a Trade Mark 

! 

Plaintiff for its bill of complaint says that it is informed 
and believes, and, therefore, avers as follows: 

1. The plaintiff, The Kay & Ess Company, is a corpora¬ 
tion organized and existing under the laws of the State of 
Ohio, and a citizen of the United States, having a regular 
and established place of business at Dayton, Montgomery 
County, Ohio. 
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2. The defendant, Conway P. Coe, is Commissioner of 
Patents of the United States, with an official residence in 
the District of Columbia. 

3. This is a suit arising under the patent and trademark 
laws of the United States and specifically under Section 
4915 of the Revised Statutes, Title 35, Section 63, U. S. 
C. A., and Sec. 9, Act of Feb. 20, 1905, Title 15, Section 89, 
U. S. C. A. 


4. That plaintiff was and is the owner of the trademark 
“Morocco” for paints and varnishes, which trademark was 
adopted by plaintiff February 22nd, 1928, in advance 
2 of all others, and has been continuously, notoriously 
and exclusively applied to said goods by plaintiff in 
its business since said date of adoption; that said trade¬ 
mark was and is affixed to the goods bv means of labels 


applied to the containers for said goods; that it was used 
in inter-state commerce prior to the filing of the herein¬ 
after mentioned application for registration thereof and 
is still being so used: that the paints and varnishes sold 
under said trademark by plaintiff have been of high quality 
and have become known to the trade as “Morocco” paints 
and varnishes; that said trademark indicates the origin 


and ownership of said paints and varnishes of plaintiff; 
that said trademark has been extensively used by plaintiff 
and has become widelv and generallv known to and favor- 
ably regarded by the public and as a result thereof plain¬ 
tiff has acquired extensive and valuable goodwill and pres¬ 
tige and reputation in connection with its said trademark 
in the minds of the trade and the public, as the trade and 
the public connect plaintiff's said paints and varnishes 
with the plaintiff as the source thereof and the trademark 
“Morocco” as the identifving word therefor under which 
such paints and varnishes may be purchased from dealers 
in paints and varnishes. 

5. That plaintiff, being the sole and exclusive owner and 
user of said trademark since February 22, 1928, and being 
entitled to the exclusive use thereof and to register said 
trademark in the United States Patent Office, under the 


provisions of the statutes of the United States, filed an 
application, under the Trade-Mark Act of February 20, 
1905, as amended, in due and proper form, with the de- 
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3 fendant as Commissioner of Patents of the United 
States for registration thereof, a copy of said appli¬ 
cation being hereto annexed and marked “Exhibit A”. 
Said application complied with the statutes and rules in 
such cases made and provided and was filed in the United 
States Patent Office on February 25, 1932, and was given 
Serial No. 324,467. 

6. The said application was finally rejected July :26, 1932, 
by the Trade-Mark Examiner, upon the ground that no 
trademark use of “Morocco” had been shown, whereupon 
plaintiff requested that the application be transferred to 
the 1920 Act, under the Patent Office practice in force at 
that time, but the Trade-Mark Examiner refused to make 
the transfer in the official letter of October 11, 1932, which 
ruling was again adhered to in the official letter of May 4, 


1933. ; 

7. That an appeal from said final rejection of the Trade- 
Mark Examiner of July 6, 1932, was duly prosecuted to 
the Commissioner of Patents in the United States Patent 
Office. 

8. That under date of September 13, 1933, the Trade- 
Mark Examiner filed a statement in response to said ap¬ 
peal to the Commissioner of Patents, and on November 17, 
1933, filed a supplemental statement in support of his re¬ 
jection of plaintiff’s application for registration. All of 
this will more fully and at large appear by a certified copy 
of the filewrapper and contents of plaintiff’s application 
Serial No. 324,467, herein referred to, in Court to be pro¬ 
duced. 

9. After arguments were duly made on said appeal and 

a brief filed on behalf of applicant, the First Assist- 
4 ant Commissioner of Patents on the 11th day of 
April, 1934, affirmed the decision of the Trade-Mark 
Examiner on the ground that the mark fails to designate 
origin or source of manufacture and is simply indicative 
of the type of finish produced by the product, all as will 
more fully appear by the certified copy of the filewrapper 
and contents of said application Ser. No. 324,467, in Court 
to be produced. 

10. The plaintiff avers that the decisions of the Trade- 
Mark Examiner and of the First Assistant Commissioner 
of Patents were erroneous and contrary to law. 
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11. The Commissioner of Patents has refused and still 
refuses to grant a certificate of registration for said trade¬ 
mark upon the aforesaid application. 

12. Wherefore plaintiff prays: 

(a) That this Court adjudge that it is entitled to receive 
a certificate of registration of the United States for the 
trademark “Morocco” bv the aforesaid application Serial 
No. 324,467, filed by it. 

(b) For such other and further relief as may seem meet 
and proper. 


THE KAY & ESS COMPANY 
By HARVEY G. K1TTREDGE 

President 


H. A. TOULMIX 
H. A. TOULMIX, JR. 

JOHN M. MASON 

Solicitors and Of Counsel 
for Plaintiff. 

5 State of Ohio, 

County of Montgomery , ss: 

Harvey G. Kittredge, being duly sworn, deposes and 
says that he is President of The Kay & Ess Company, the 
plaintiff in the foregoing bill of complaint; that he has read 
said bill and knows the contents thereof; that on informa¬ 
tion and belief the same is true; and that he verily believes 
that plaintiff is the owner of the trademark “Morocco” for 
paints and varnishes and the exclusive user thereof. 

HARVEY G. KITTREDGE 

Subscribed and sworn to before me, a Notary Public, in 
and for Montgomery County, Ohio, by said Harvey G. Kit- 
tredge this 20th day of July, 1934. 

F. W. SCHAEFER 

Notary Public , Montgomery 
County, Ohio 


(Notarial Seal) 
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6 “Exhibit A” 

Application for Registration of Trade Mark 
Petition , Statement and Power of Attorney 

“MOROCCO” 

To the Commissioner of Patents: 

THE KAY & ESS COMPANY 

a corporation duly organized under the laws of Ohio, and 
located at Dayton, Montgomery County, Ohio, and doing 
business at 1200 Leo Street, Dayton, Montgomery County, 
Ohio, has adopted and used the trade-mark shown in the 
accompanying drawings for 

Paints and Varnishes 

in Class 16—Paints and painters’ materials and presents 
herewith five specimens, or facsimiles, showing the trade¬ 
mark as actually used by applicant upon the goods, and 
requests that the same be registered in the United States 
Patent Office in accordance with the Act of February 20, 
1905, as amended. 

The trade-mark has been continuously used and applied 
to said goods in applicant’s business since February 22, 
1928. 

The trade-mark is applied or affixed to the goods by 
means of a label, or in any other suitable manner.! 

The undersigned hereby appoints Toulmin and Toulmin 
(Harry Aubrey Toulmin and Harry Aubrey Toulmin, Jr.), 
its attorneys, with full powers of substitution and revoca¬ 
tion, to prosecute this application for registration, to make 
alterations and amendments therein, to receive the certifi¬ 
cate, and to transact all business in the Patent Office con¬ 
nected therewith. 

THE KAY & ESS COMPANY 
By HARVEY G. KITTREDGE 

President 
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7 Declaration 

State of Ohio, 

County of Montgomery , ss: 

Harvey G. Kittredge, being duly sworn, deposes and says 
that he is President of the corporation the applicant named 
in the foregoing statement; that he believes the foregoing- 
statement is true; that he believes said corporation to be the 
owner of the trade-mark sought to be registered; that no 
other person, firm, corporation or association, to the best of 
his knowledge and belief, has the right to use said trade¬ 
mark in the United States, either in the identical form or 
in any such near resemblance thereto as might be calcu¬ 
lated to deceive; that said trade-mark is used by applicant 
in commerce among the several States of the United States, 
that the description and drawing presented truly repre¬ 
sent the trade-mark sought to be registered; and that the 
specimens, or facsimiles, show the trade-mark as actually 
used upon the goods. 

HARVEY G. KITTREDGE 

Subscribed and sworn to before me, a Notary Public, this 
23rd dav of Februarv 1932. 

« * 7 

F. \Y. SCHAEFER 

(Seal) Notary Public , Montgomery 

County , Ohio 

8 Answer to the Bill of Complaint 

Filed August 10, 19*34 
*#*#*#*## 

To the Honorable 

The Judges of the Supreme Court 
of the District of Columbia. 

('onway P. Coe, Commissioner of Patents, defendant 
herein, in answer to the Bill of Complaint alleges on in¬ 
formation and belief as follows: 

1. He admits for the purpose of this suit the allegations 
of plaintiff’s organization and place of business. 

2. He admits the allegation of defendant’s official resi¬ 
dence. 
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3. He admits the allegations of jurisdiction under Sec¬ 
tion 4915 R. S.; 35 U. S. C. A. 63, as amended, and Section 
9 of the Act of February 20, 1905; 15 U. S. C. A. 89. 

4. He denies the allegation of ownership of the term 
“MOROCCO” as that word is held to be publici juris and 
cannot be exclusively appropriated by anyone, particularly 
as a trademark for paints, varnishes, lacquers, japans and 
enamels. 

5. He denies that plaintiff is entitled to the exclusive use 

of the trade-mark, plaintiff not being the sole and exclusive 
owner thereof. He admits that plaintiff on February 25, 
1932 filed an application for registration of the; word 
“MOROCCO” under the Act of February 20, 1905, which 
application was given Serial Number 324,467. ; 

6. He admits that the application was finally rejected on 
Julv 6, 1932 bv the Trade-Mark Examiner. He admits that 
plaintiff requested that the application be transferred to 
the 1920 Act but the Trade-Mark Examiner refused to make 

the transfer in the final letter of October 11, 1932, 
9 which ruling was adhered to on May 4, 1933, De- 
fendant further states that if transfer had been made 
the matter would not have been appealable nor does this 
Court have jurisdiction under Section 4915 R. S. to con¬ 
sider trade-mark cases filed under the Act of March 19, 
1920. 

7. He admits that appeal from the final rejection of July 
6, 1932 was taken to the Commissioner of Patents. 

8. He admits that the Examiner of Trade-Marks filed a 
statement in response to the appeal and also filed a supple¬ 
mental statement in support of his position. 

9. He admits that the First Assistant Commissioner of 
Patents on the 11th day of April, 1934, affirmed the decision 
of the Examiner of Trade-Marks. 

10. He denies that the decisions of the Trade-Mark Ex¬ 
aminer and of the First Assistant Commissioner are erro¬ 
neous and contrary to law as more fully appears from the 
statements of the Trade-Mark Examiner and the decision 
of the First Assistant Commissioner, copies of which will 
be presented at the trial of the case. 

11. He admits that the Commissioner of Patents has re¬ 
fused and still refuses to grant a certificate of registration 
upon plaintiff’s application. 
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12. Further answering defendant denies that plaintiff is 
entitled to a certificate of registration for the term “MO¬ 
ROCCO” as that word as used by plaintiff merely desig¬ 
nates the color and type of finish produced by the varnish or 
enamel in the container as appears from the labels filed 
with application Serial Number 324,467. 

And further answering defendant denies each and 
10 every allegation of the Bill of Complaint not herein 
specifically and sufficiently denied or admitted, and 
prays that plaintiff’s Bill of Complaint be dismissed. 

Wherefore defendant having fully answered the Bill of 
Complaint denies that plaintiff is entitled to the relief de¬ 
manded or any part thereof and prays that the Bill be dis¬ 
missed with all costs of the proceedings against the plain¬ 
tiff as provided in Section 4915 R. S. 

CONWAY P. COE 

Commissioner of Patents, 
Defendant. 

T. A. HOSTETLER, 

Solicitor of the U. S. Patent Office, 

Attorney for Defendant. 

District of Columbia, 

City of Washington , ss: 

I, Conway P. Coe, Commissioner of Patents, depose and 
say that I have read the above answer by me subscribed 
and know the contents thereof, and that the statements of 
facts therein made as upon personal knowledge are true, 
and those made upon information and belief I believe to 
be true. 

CONWAY P. COE 

Commissioner of Patents. 

Subscribed and sworn to before me this 10th day of Aug¬ 
ust, 1934. 

, ALBERT W. KAISER 

(Notarial Seal) Notary Public, D. C. 

My commission expires March 21, 1938. 
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11 Memorandum Opinion 

Filed March 25, 1936 

*#*#####'# 

I agree with the conclusions reached by the officers of 
the Patent Office. The bill should be dismissed with cost. 

BAILEY, 

J. 

12 Final Decree. 

Filed April 28, 1936 

##**#*#** 

This cause having come on to be heard and having been 
tried in open court and argued by counsel for the respec¬ 
tive parties upon the pleadings and proofs adduced and 
submitted to the Court, 

It is ADJUDGED, ORDERED and DECREED this 28th 
day of April 1936, that the Bill of Complaint in this case 
be, and the same hereby is dismissed with costs against the 
Plaintiff. 


JENNINGS BAILEY, i 

Justice. 

Approved as to form: 

TOULMIN & TOULMIN 
Attorney for Plaintiff. 

From the foregoing decree the plaintiff, The Kay & Ess 
Company, in open court on the date named above, notes an 
appeal to the United States Court of Appeals for the Dis¬ 
trict of Columbia, and the Court fixes the cost bond on said 
appeal in the sum of $100, or in lieu thereof the sum of 
$50 in cash to be deposited with the Clerk of this Court. 

JENNINGS BAILEY, j 

Justice. 
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13 Findings of Fact. 

Filed April 28, 1936 

#•**•*••* 

1. The application of the Plaintiff involved in this pro¬ 
ceeding is for the registration under the Trade-Mark Act 
of 1905 of the term “Morocco” as a trade-mark for a la- 
quer finish. 

2. Plaintiff’s finish when applied to an article gives an 
appearance indicating a simulation of Morocco leather. 

3. The word Morocco had been extensively used bv Plain- 

* v 

tiff in connection with its product. 

Conclusion of Law. 

1. The term Morocco as used by Plaintiff is descriptive 
of the goods upon which it is used. 

2. A word which is aptly descriptive of the goods with 
which it is used is not registerable as a trade-mark under 
the Trade-Mark Act of 1905, even if it has acquired a “sec¬ 
ondary” meaning as indicating the goods of the user. 

3. The term Morocco as used by Plaintiff did not func¬ 
tion as a trade-mark to indicate origin or source of manu¬ 
facture but was employed to designate the type of 

14 finish produced by Plaintiff’s product. 

4. The word Morocco is not registerable bv Plain¬ 
tiff. 

5. The Bill should be dismissed. 

JENNINGS BAILEY 

Justice. 

Memorandum 


April 29, 1936 

$50 deposited by John M. Mason in lieu of bond on ap¬ 
peal. 

Supreme Court of the District of Columbia 

Wednesday, April 29, 1936 

The Court resumes its sessions pursuant to adjourn¬ 
ments, the Justices sitting in Equity, presiding. 
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Come now the parties hereto by their respective attor¬ 
neys of record, and thereupon, the plaintiff by its attorney 
presents to the Court its Statement of Evidence taken at 
the trial of this cause, and prays that the same be signed 
and made of record, nunc pro tunc, which is hereby accord- 
inglv done. 

JENNINGS BAILEY, j 

Justice. 

15 Assignment of Errors. 

Filed April 29, 1936 

# * * 

Now comes the plaintiff, The Kay & Ess Company, by 
its solicitors, and, having prayed an appeal to the Court 
of Appeals of the District of Columbia from the final de¬ 
cree of the Supreme Court of the District of Columbia, en¬ 
tered on the day of April, 1936, dismissing the bill of 
complaint herein, respectfully represents, as grounds of 
appeal and as an assignment of errors herein, that said 
Supreme Court of the District of Columbia erred in the 
following particulars: 

1. In dismissing the bill of complaint. 

2. In not sustaining the bill of complaint. 

3. In agreeing with the conclusions reached by the offi¬ 
cers of the Patent Office. 

4. In not reversing the rulings of the Patent Office in 
rejecting plaintiff’s application for registration under the 

Trade-Mark Act of 1905 of its trade-mark “Mo- 

16 rocco” for paints and varnishes. 

5. In not holding that plaintiff is entitled to regis¬ 
tration of “Morocco” for paints and varnishes under the 
Trade-Mark Act of 1905. 

6. In holding that “Morocco”, as used by plaintiff, is de¬ 
scriptive of the goods upon which it is used. 

7. In not holding that “Morocco”, as used by plaintiff, 
is not descriptive of plaintiff’s goods. 

8. In not holding that “Morocco” is an arbitrary term 
as used by plaintiff on its goods and is entitled to registra¬ 
tion under the Trade-Mark Act of 1905. 

9. In holding that a descriptive word is not registrable 
under the Trade-Mark Act even though it has acquired a 
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4 ‘secondary” meaning as indicating the goods of the user. 

10. In holding that the term “Morocco” as used by plain¬ 
tiff does not function as a trade-mark to indicate origin or 
source of manufacture of plaintiff’s goods, but was em¬ 
ployed to designate the type of finish produced by plain¬ 
tiff’s goods. 

11. In not holding that the term “Morocco” as used bv 
plaintiff functions as a trade-mark to indicate origin or 
source of manufacture of plaintiff’s goods and is used as 
a trade-mark by plaintiff. 

12. In failing to hold that “Morocco” is not used bv 
plaintiff to designate the type of finish used. 

13. In holding that “Morocco” is not registrable to plain¬ 
tiff. 

14. In not holding that “Morocco” has no distinc- 
17 tive meaning when applied to paints and varnishes. 

15. In not holding that there was no paint or var¬ 
nish known as “Morocco” prior to plaintiff’s adoption of 
this as a trade-mark to indicate the origin or source of plain¬ 
tiff’s paints and varnishes on which this trade-mark is 
used. 

16. In not holding that nowhere can “Morocco” be found 
as describing a paint or varnish. 

17. In not holding that “Morocco” is used as a trade¬ 
mark and constitutes a trade-mark. 

18. In failing to hold that the evidence establishes that 
plaintiff uses “Morocco” as a trade-mark and that it is 
recognized bv the trade as indicating the origin or source 
of plaintiff’s paints and varnishes on which it is used. 

19. In failing to hold that plaintiff uses “Morocco” as a 
trade-mark, notwithstanding the finish produced by plain¬ 
tiff’s goods simulates Moroccan leather finish. 

Wherefore, plaintiff prays that the said decree be re¬ 
versed and a decree sustaining the bill of complaint be 
entered. 

TOULMIN & TOULMIN 
H. A. TOULMIN 
H. A. TOULMIN, JR. 

JOHN M. MASON 
Attorneys for Plaintiff. 
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Receipt of a copy of the notice and allowance of the plain¬ 
tiff’s appeal herein and of the foregoing assignment of 
errors acknowledged this 10th day of April, 1936. 

R. P. WHITEHEAD 
Attorney for Defendant. 

i 

Plaintiff’s Praecipe. 

Filed April 29, 1936 

• * 

To the Clerk of the Supreme Court of 
the District of Columbia: 

i 

Please prepare a transcript of the record in this cause, to 
be filed in the office of the Clerk of the Court of Appeals 
of the District of Columbia, under the appeal allowed here¬ 
in, and include in said transcript the following pleadings, 
proceedings and papers on file, to wit:— 

1. Bill of complaint. 

2. Defendant’s answer. 

3. Narrative statement of the evidence. 

4. Plaintiff’s Exhibits 33-a, 33-b, 33c, 33-d, 33-e, 33-f, 33-g 
and 33-h. (Sturdy Purchase Records). 

5. Plaintiff’s Exhibits, 34-a, 34-b, 34-c, 34-d, and 34-e 
(Purchase Records). 

6. Plaintiff’s Exhibit No. 35 (Morocco Label). 

19 7. Back Cover of Plaintiff’s Exhibit 36 (showing 

advertisement of (“Morocco”). 

8. Plaintiff’s Exhibit 38 (Westinghouse advertisement). 

9. Plaintiff’s Exhibit 39 (Dayton Pump advertisement). 

10. Plaintiff’s Exhibit 40 (File Wrapper and contents 
plaintiffs trade-mark application Ser. No. 324,467). 

11. Decision of Justice Bailey filed March 25, 1936. 

12. Final decree and plaintiff’s notice of appeal. 

13. Findings of Fact and Conclusions of Law. 

14. Assignment of errors. 

15. Plaintiff’s praecipe. 

The Clerk of this Court is also requested to file with the 
Clerk of the Court of Appeals, as physical exhibits, the fol¬ 
lowing: 

16. Plaintiff’s Exhibits 1 to 32, inclusive (samples of 
“Morocco”). 
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17. Plaintiff’s Exhibit 37 (Ohmer Fare Register Color 
Chart). 

It is also requested that all original exhibits be filed 
with the Clerk of the Court of Appeals of the District of 
Columbia. 

TOULMIN & TOULMIN 
H. A. TOULMIN 
H. A. TOULMIN, JR. 

Attorneys for Plaintiff. 

Defendant agrees that the foregoing records exhibits 
enumerated in items Nos. 1 to 15, inclusive, shall be repro¬ 
duced in the printed record in the Court of Appeals 

20 of the District of Columbia and that the exhibits 
enumerated in items Nos. 16 and 17 shall be sent to 

the Clerk of the Court of Appeals of the District of Colum¬ 
bia as phvsical exhibits. 

R. F. WHITEHEAD 
Attorney for Defendant. 

21 District Court of the United States 

For the District of Columbia. 

United States of America, 

District of Columbia , ss: 

I, Charles E. Stewart, Clerk of the District Court of the 
United States for the District of Columbia, herebv certifv 
the foregoing pages numbered from 1 to 20, both inclusive, 
to be a true and correct transcript of the record, according 
to directions of counsel herein filed, copy of which is made 
part of this transcript, in cause No. 57455 in Equity, where¬ 
in The Kay & Ess Company is Plaintiff and Conway P. Coe, 
Commissioner of Patents, is Defendant, as the same re¬ 
mains upon the files and of record in said Court. 

IN TESTIMONY WHEREOF, I hereunto subscribe my 
name and affix the seal of said Court, at the City of Wash¬ 
ington, in said District, this 5th day of August, 1936. 

CHARLES E STEWART, 

Clerk . 

By CHAS D COFLIN, 

Assistant Clerk. 


(Seal) 
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22 In the Supreme Court of the District of Columbia. 

Equity No. 57,455, 

The Kay and Ess Company, Plaintiff, 

-vs- 

Conway P. Coe, Commissioner of Patents, 

Defendant. 

Narrative Statement of Evidence. 

Narrative of the evidence taken on behalf of plaintiff 
herein April 18, 1935, at Dayton, Ohio, before S. W. 
Froehle, a Notary Public in and for Montgomery County, 
Ohio. I 

Harvey G. Kittredge, being first duly sworn, testified as 
follows: I 

Direct Examination bv H. A. Toulmin, Jr. 

My name is Harvey G. Kittredge; my age 57; my resi¬ 
dence is Rural route 7, Dayton, Ohio; and I am President 
of The Kay & Ess Company, with which I have been con¬ 
nected since its organization in 1900. 

During the last ten years I have been President of the 
company. In connection with my duties as President I 
have supervision of the manufacturing and selling of the 
products of the company. That company makes 

23 everything that is used in a finishing shop, paint, 
varnish, all kinds of enamels and nitro cellulose lac¬ 
quers. In connection with my work as President of the 
company, in supervising the manufacture and sale of its 
products, I know that it has adopted a number of trade¬ 
marks for its products. It adopted the trade mark ‘ 4 Mo¬ 
rocco’ ’ for some of its products. 4 ‘Morocco” is applied to 
a line of finishes that we call imitation leather finishes, more 
to distinguish them from high gloss or flat enamels of the 
conventional type. The surface of these enamels is not 
smooth, as for the conventional enamels; they vary from a 
fairly high gloss to absolutely flat, but the surface is com¬ 
posed of wrinkles of various types, and those wrinkles are 
not in one direction, but in all directions. 

In the various enamels of this character which we desig¬ 
nate as “Morocco”, these wrinkles vary a great deal as to 
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size and degree of coarseness and fineness. As to the com¬ 
mercial reason for the variation in these different types of 
finishes which, we designate “Morocco” and for having 
wrinkles in these finishes, some customers want one type of 

finish and some want another. I mean bv that some want 

* 

a glossy finish, with shiny spots in there that some of them 
call “eyes”; others want more or less flat finishes. These 
variations in finishes are all specified by the same general 
trade mark “Morocco”. 

If you asked us to supply you with “Morocco” finish, you 
would not get any finish until we found out what you 

24 wanted; that would tell us only just the type of fin¬ 
ish ; we would have to find out what color you wanted, 

and also what type of finish, whether glossy or dull, as I 

specified in the answer just preceding. “Morocco”, when 

used as a trade mark with respect to our product, means the 

general type of finishes that were described in a previous 

answer, without reference to color specifically or to the 

specific type of finish. The term “Morocco” is a trade 

mark referring to an enamel of a variety of colors and of 

a variety of finishes, the specific nature of which has to be 

identified other than bv the word “Morocco”. 

•» 

I produce paper chips employing the enamel called “Mo¬ 
rocco”, in different colors as well as in different finishes. 

Mr. Toulmin: Plaintiff offers in evidence the samples pro¬ 
duced bv the witness of material “Morocco” in different 
* 

colors and in different finishes, as Plaintiff's Exhibits Num¬ 
bered 1 to 32 inclusive. 

I pick out of the exhibits Numbers 1 to 32, those marked 
1, 2 and 3 as typical samples of different finishes, all of 
which are included within the trade mark “Morocco”. No. 
1 shows a fairly coarse uniform wrinkle, with a high gloss ; 
No. 2 is a dull, uniform finish; No. 3 shows the glossy finish 
with the bright “eyes” or shiny spots referred to. 

The statement of the Commissioner of Patents, in re¬ 
jecting our application for registration of the trade mark 
“Morocco”, that we use it merely to designate the color 
and type of finish produced by the varnish or enamel, is not 
a correct statement. In the first place color must be 

25 indicated in addition to using the word “Morocco”, 
and we must know what type of finish is desired by 

the customer. 
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When the term “Morroco” is used in the trade it identi¬ 
fies the products made by The Kay & Ess Company. We 
have used the term “Morroco”, for the purpose of identify¬ 
ing our enamel, since February 22nd, 1928. Since the date 
of the adoption of this trade mark on February 22nd, 1928, 
it has been used continuously. The value of the products 

which have been sold under the trade mark “Morocco” bv 

* 

our company since February 22, 1928, I would say is con¬ 
siderably over one hundred and fifty thousand dollars 
($150,000.00). This trade mark “Morocco” has been used 
in connection with the sale of our enamels in and outside 
of Ohio, and in foreign countries. This interstate com¬ 
merce has been going on continuously since February 22nd, 
1928. ; 

As to the experience we have had with our customers 
since then, in the use of the word “Morocco” when they 
want to designate our enamels or purchase our enamels, as 
far as I can remember, without exception, the orders indi¬ 
cate or specify “Morocco”. 

The group of documents handed me is the Kay k Ess 
Company order No. 31570, dated February 22, 1928. It is 
an order received from the Sturdy Manufacturing Com¬ 
pany of Elkhart, Indiana, for five gallons of Black Mo¬ 
rocco. These papers came from The Kay & Ess Company 
files. I took them out of the file. I was familiar with this 
order at the time it occurred; it was about the first order 
we received. That order was filled. It was shipped 
26 February 24th, 1928. The customer paid for it. 

In this order, Customer’s Order Blank No. 743, 
the customer specified “Black Morocco”. At that time we 
only made one type of black. On this order, written in ink 
appears the word “Finish” and some other designations 
and instructions. That was written by our salesman. Why 
he wrote “Finish” I don’t know. This order was taken 
bv our salesman personally, who received instructions from 
the customer. The word “Finish”, in the paint trade, has 
two meanings. If it is used as the finish coat, it means the 
final coat; it may also be used in connection with another 
word such as enamel, varnish or lacquer, to indicate the 
type of finish that goes on a specified article. 

The material that we call “Morocco” is the final coat. 
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Mr. Toulmin: We offer in evidence the group of docu¬ 
ments in connection with the Sturdy Manufacturing Com¬ 
pany of the purchase of “Morocco” under date of Febru¬ 
ary 22nd, 1928, as Plaintiff's Exhibit No. 33-a, 33-b, 33-c, 
33-d, 33-e , 33-f, 33-g and 33-h. This exhibit comprises 
eight pieces of paper. 

I am handed several other groups of papers and am asked 
to give, in the order of their dates, the names of the com¬ 
panies involved, the dates, and to state what the trans¬ 
actions refer to. The first is The Kay & Ess Company 
order No. 17316, received from the International Time Re¬ 
cording Company of Endicott, New York, for 25 gal- 

27 Ions, Olive Green Morocco, our stock No. 8453. It 
was shipped July 13, 1931. The second is The Kay 

and Ess Company order number 18161, dated September 25, 
1931, from the Evansville Tool Works, Evansville, Indiana, 
5 gallons, Black Morocco, stock No. 8376. It was shipped 
September 25th, 1931, the day the order was received. The 
third, is The Kay & Ess Company order No. 18597, Novem¬ 
ber 4, 1931, from the Addressograph Company, Chicago, 
Illinois, 100 gallons Olive Green Morocco, stock No. 8471, 
shipped November 5th, 1931. The fourth is The Kay & Ess 
Company order No. 10042, of May 10, 1934, from the Inter¬ 
national Business Machines Corporation of Endicott, New 
York. This order has two items: the first, 50 gallons Gloss 
Black Superloid No. 7635, and 25 gallons of Olive Green 
Morocco, stock No. 8453. Attached to this order is a copy 
of the invoice sent to the International Business Machines 
Corporation under date of May 16, 1934, when the order 
was shipped. The amount of this invoice is $141.25. Also 
attached is the remittance advice from the International 
Business Machines Corporation, No. 61856, showing a pay¬ 
ment of this invoice on June 22nd, 1934. The fifth is The 
Kay & Ess Company order No. 4582 of March 15th, 1935, 
order from the Westinghouse Electric & Manufacturing 
Company, Mansfield, Ohio, for 200 gallon White Morocco, 
for water tanks, stock No. 9010. This was shipped March 
21st, 1935. And attached is a copy of the original invoice 
No. 5402, dated March 21, 1935, for $470.00, and also is at¬ 
tached a remittance advice from the Westinghouse Electric 
& Manufacturing Company showing a payment of 

28 this invoice with a number of other invoices. 
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Mr. Toulmin: We offer in evidence these documents, con¬ 
sisting of 24 papers, as Plaintiff's Exhibit No. 34-a, 34-b, 
34-c, 34-d and 34-e. ! 

The few documents produced relative to the sale and 
shipment of “Morocco”, are only a very small part of the 
documents we have on the subject since the year 1928. 1 
produced these here as typical of the interstate commerce 
transactions we have had in this enamel trade name 
“Morocco”. 

As to marking the enamel with the trade mark “Mo¬ 
rocco”, for instance, we would mark Black Morocco No. 
8376. I am shown a label that has been filed in the applica¬ 
tion. That is one of the labels used by us in connection with 
“Morocco”. The word “Black” refers to color., I have 
alreadv described the meaning of “Morocco”. The word 
“finish” is reallv not necessary. “No. 8376” indicates 
all that is necessary to know, in addition to the color. No. 
8376 refers to our formula number indicating that particu¬ 
lar material. That formula number determines whether 
the material would be rough, or have “eyes”, or be rela¬ 
tively smooth. We control the corrugations, or wrinkles or 
ripples of this material according to the formula of this 
material. This label with the word “Black” gives the color, 

the word “Morocco” tells it is this enamel of anv color and 

* 

any surface of this rough character, and the words “Fin¬ 
ish No. 8376” refer to the roughness of the finish 
29 that will be produced by the formula No. 8376. 

On the label, beneath the words just discussed, is 
the designation “One U. S. Standard Gallon”. That is a 
requirement, either State or Federal I am not certain which, 
that must be put on the package, which means a Standard 
United States gallon of 231 cubic inches in that can. If I 
were asked to ship material under the following designa¬ 
tion: “Black finish, No. 8376”—“One United States 
Standard Gallon” I think, before filling an order of that 
kind, it would be necessary to see particularly if it was an 
initial order, to see if it was just what the customer wanted. 
Sometimes they get the order numbers mixed up, and it is 
necessary for us to know whether it is “Morocco” or some 
other finish. If the word “Morocco” were added to that, 
that would be conclusive to us that Black Morocco of that 
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type was wanted. If the word “Morocco” only were used, 
we would still have to have the color, and finish roughness, 
in order to satisfy the customer. 

Mr. Toulmin: Let the record show I have been referring 
to the label submitted with the application serial Xo. 
324467 which is in issue. 

I am also handed another label sample. We have used a 
label such as that. 

Mr. Toulmin: AVe offer this label, carrying the word “ Mo¬ 
rocco” as onr Exhibit No. 35. 

30 Our firm has done advertising of this product un¬ 
der the trade name of “Morocco”, I think in “In¬ 
dustrial Finishing”, published in Indianapolis. On the back 
cover of the magazine handed me is an advertisement of our 
product “Morocco”. 

Mr. Toulmin: We offer this magazine in evidence as 

Plaintiff's Exhibit No. 36. 

Customers of our have employed the trade mark “Moroc¬ 
co” to designate this general class of enamel material for 
different colors and different finishes of roughness. The 
Olimer Fare Register Company, The National Cash Regis¬ 
ter Company, The Dayton Pump Company, and The AYest- 
inghouse Electric and Alanufacturing Company at Mans¬ 
field, Ohio, have done so. As to the documents handed to 
me, the first is a color chart for The Olimer Fare Register 
Company, prepared for their cash register salesmen to use 
to indicate finish. The material appearing on these color 
samples is that of The Kay & Ess Company. The different 
finishes and colors shown on these samples are sold to the 
trade under the trade name of “Alorocco”. 

Mr. Toulmin: AYe offer this document in evidence as 

Plaintiff's Exhibit No. 37. 

I produce additional samples of advertising by other com¬ 
panies. Here is one of the AA^estinghouse Electric & Manu¬ 
facturing Company from the Alansfield AYorks, that illus¬ 
trates an electric water heater. That illustrates the use of 
our material. They specify in the advertisement that it is 
finished with “Morocco” 

Mr. Toulmin: AA"e will offer that in evidence as 
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Plaintiff’s Exhibit No. 38. 

This advertisement appeared, I should think, a year and 
a half ago. The next sample I have is a piece of advertis¬ 
ing from the Dayton Pump & Manufacturing Company. 
The pump illustrated is finished with “Morocco”] at least 
it is so specified in their advertising. 

Mr. Toulmin: We will offer that in evidence as \ 

Plaintiff’s Exhibit No. 39. 

I do not know of any one else using the trade mark 
“Morocco” to identify goods of this kind. We do not refer 
to goods of this kind by any other name than “Morocco”. 
Everything of this type that goes out of our factory is 
marked “Morocco.” I do not recall any of these goods be¬ 
ing ordered any other way except by the use of the word 
“Morocco” plus the indication of roughness and finish of 
surface and color. 

No cross-examination, as no one present on behalf of the 
defendant. 

Mr. Toulmin: We offer a certified copy of the file-wrapper 
and contents of plaintiff’s trade-mark application Ser. No. 

324,467, as Plaintiff’s Exhibit No. 40. 

32 Be it further remembered that the foregoing con¬ 
tains the substance of all of the evidence given on the 
hearing of this case, and each of the exceptions stated to 
have been taken by the attorney for the plaintiff were so 
taken and were duly allowed and noted by the court, and in 
order that each and every thereof may be preserved and 
made of record this statement of evidence is duly stated, ap¬ 
proved and signed, and ordered to be made of record in the 
above entitled case this 29th day of April 1936. 

Defendant consents that the foregoing shall constitute 
the narrative of the evidence herein. 

R. F. WHITEHEAD 
Attorney for Defendant. 

By the Court 
JENNINGS BAILEY 

Justice 
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33 In the United States Court of Appeals for the 

District of Columbia. 

In Equity No. 58,840 
Appeal Docket No. 6,804 

The Kay & Ess Company, Plaintiff , 

vs. 

Conway P. Coe, Commissioner of Patents, Defendant. 

Stipulation. 

To the Honorable 

The Judges of the United States Court of Appeals 
of the District of Columbia. 

It is hereby stipulated and agreed by and between coun¬ 
sel for Plaintiff and Defendant, the Honorable Court con¬ 
senting, that the Exhibits Nos. 1 to 40 as used in the Court 
below, be brought in as physical exhibits in this appeal 

R. F. WHITEHEAD 

i Solicitor for Commissioner of 

Patents. Defendant. 

JOHN M. MASON, 

Counsel for Plaintiff. 

Washington, D. C. 

August 7, 1936 

34 Endorsement: 6804. The Kay & Ess Company, 
Appellant, vs. Conway P. Coe, Commissioner of Pat¬ 
ents. Stipulation as to Exhibits Nos. 1 to 60. United States 
Court of Appeals for the District of Columbia. Filed Aug 
13 1936. Moncure Burke, Clerk. 

Endorsed on cover: District Court of the United States 
for the District of Columbia. No. 6804. The Kay & Ess 
Company, Appellant, vs. Conway P. Coe, Commissioner of 
Patents. United States Court of Appeals for the District of 
Columbia. Filed Aug 6-1936. Moncure Burke, Clerk. 
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United States Court of Appeals for the 

District of Columbia 

i 

APRIL TERM, 1936 

i 

No. 6804 


The Kay & Ess Company, Appellant J 

v - j 

Conway P. Coe, Commissioner of Patents, Appellee. 


BRIEF FOR APPELLANT 


This case is on appeal to this Court from an adverse 
decree entered by the Supreme Court of the District of 
Columbia, his Honor Mr. Justice Bailey presiding. 

The question here involved is the registrability of the 
trade-mark “Morocco” for fine varnishes (meaning vis¬ 
cid liquids which, when spread on a surface, become 
hard lustrous coatings), japans (meaning any varnishes 
yielding a hard brilliant coating upon metal, wood, etc., 
as the natural Japanese varnish), and enamels (Cleaning 
any of various varnishes and similar preparations for 
giving a smooth, glossy surface like that of enamel). 

The trade-mark in question lies wholly in the word 

! 

“Morocco” as applied to such liquids, manufactured by 
the appellant. This case involves the registrability of 
this trade-mark under the Act of 1905.* 

i 

♦Appellant originally filed this application on the basis of the Act of 
1905. Then appellant sought leave to place, and also have treated, this 
application for the registration of said trade-mark under the Act of 1920. 
After soma interlocutory proceedings applicant confined itself to reliance 
upon the Act of 1905. The case comes here under this latter Act. (Rec. 
10, Findings.) 
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Pursuant to this Court's Rule 3, sub-section (a), we 
beg- to say that this case presents the succinct question 
of whether the word “Morocco” is registerable as a 
trade-mark under the Act of Congress of 1905, for fine 
varnishes, japans and enamels. 

This question has been raised and decided adversely 
to the appellant by the Patent Office Examiner having 
charge of trade-mark registrations, on the ground that 
the word “Morocco” is descriptive as applied to appli¬ 
cant's lacquer finish, the mark indicating that the finish 
is an imitation of Morocco leather. He was affirmed by 
one of the Assistant Commissioners of Patents. This 
was followed by an original bill of complaint filed by 
appellant in the Supreme Court of the District of Colum¬ 
bia. Mr. Justice Bailey affirmed the Patent Office rul¬ 
ings. That adverse action has been followed by this 
statutory appeal to this Court. 

In the next sub-division of the rule, (b), calling for 
such of the assigned errors as shall be relied upon, we 
have selected errors 6, 8, 9 and 10. (Rec. 11 and 12.) 
have selected errors 6, 8, 9 and 10 as typical. (Rec. 11 
and 12.) 

Under sub-section (c) of Rule 3, we beg to summarize 
the facts as shown on the record of this case, and to fol¬ 
low that with references to pertinent averments in the 
bill ; and then with the citation of such decisions as we 
deem proper to submit. 

Patent Office Precedents in Registering “Morocco.” 

We desire to call attention, first, to the inconsistency 
of the Patent Office in the rejection of this trade-mark 
“Morocco” on the alleged ground of the mark being de¬ 
scriptive, in the light of the practice and action of the 
Patent Office in registering the word “Morocco" as a 

o o 

valid trade-mark, in the following instances: 
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TRADE-MARK 

i 

-0- 

J. WALKER & CO. 

WRITING PAPER AND ENVELOPES 

j 

No. 9,291 Registered Apr. 11, 1882 

MOROCCO LEATHER 

This Walker trade-mark registration is the name of 
the leather originated by the Moors in Morocco, Africa, 
when they treated the “grain side” of goat skins. The 
treatment seems to have brought out the natural “grain” 
of the hide. The registrant, Walker, adopted this name 
“Morocco Leather” as a trade-mark for writing paper 
and envelopes. 

Evidently, the Patent Office did not apply to Walker’s 
application the doctrine of “descriptiveness,” though 
that doctrine was known at that time. So here is an¬ 
other instance of the present inconsistency of the Pat¬ 
ent Office in rejecting the present application on the 
ground that it is descriptive. And this was the ruling 
notwithstanding that the varnishes, japans and enamels 
of appellant are as remote from the Moor product as Mo¬ 
rocco, in Africa, is remote from Washington. 

TRADE-MARK 

— o - ■ 

BOSTON ARTIFICIAL LEATHER COMPANY 

ARTIFICIAL LEATHER 

Registered Oct. 12, 1897 



No. 30,680 
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The Moors, many hundreds of years ago, discovered 
a method for treating leather, derived mainly from 
goat's skin, in such a manner that it became famous the 
world over under the name of Morocco leather. The 
above registration of “Moroccoline" was for Artificial 
Leather. I f alleged descriptiveness is applicable to “Mo¬ 
rocco" applied to liquid varnishes, japans and enamels, 
then certainly “Moroccoline" was directly descriptive if 
applied to artificial leather itself. A fortiori, the rejec¬ 
tion of the case at bar was inconsistent on the part 
of the Patent Office: and clearlv also, his Honor lustice 
Bailey was misled by this inconsistency on the part of 
the Patent Office. 

Registered June 17, 1930 Trade-Mark 271,822 

UNITED STATES PATENT OFFICE 


THE ZAPON COMPANY, OF WILMINGTON, DELAWARE 

ACT OF FEBRUARY 20, 1905 
Application filed January 18, 1930. Serial No. 294,939 



For Pyroxylin or Otherwise Coated Fabrics— 
Namely, Leather Cloth 



In the above registration, the Patent Office registered, 
under the Act of 1905, “Moroccoline" associated with 
the picture of a goat. That trade-mark was for “Pyroxy¬ 
lin or Otherwise Coated Fabrics—Namelv,;. Leather 
Cloth." The addition of the picture of the goat did not 
add to the registerability of “MOROCCOL^NE” for 
Leather Cloth in view of the fact that the ancient Mo¬ 
rocco leather was prepared commonly from goat's skin 
tanned with sumac or subjected to chrome I tanning. 
That leather was dved with these materials on the grain 
side of the leather. So the registration of the picture of 
the goat together with the mark “Moroccoline" was far 
more open to the objection of being descriptive as ap¬ 
plied to Leather Cloth, than is the registration now 
sought to be obtained. 

; 

Clearly the present rejection of “Morocco" for liquid 
varnishes, japans and enamels on the ground that it is 
descriptive is conspicuously inconsistent with having 
granted this other “Moroccoline" registration, i 

UNITED STATES PATENT OFFICE 


J. L. STIFEL & SONS, OF WHEELING, WEST VIRGINIA 
TRADE-MARK FOR PRINTED COTTON PIECE GOODS 


ACT OF MARCH 19, 1920 

138,923 Registered Jan. 11, 1921 

Application filed September 13, 1920. Serial No. 137,154 

MOROCCO 


Again, the Patent Office has registered or recorded 
“Morocco" as a trade-mark for “Knitted, Netted, and 
Textile Fabrics." This again shows inconsistency on 
the part of the Patent Office because clearly “Morocco,” 
implying similarity to Morocco Leather, was more de- 
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scriptive of the irregular surfaces of knitted, netted, and 
textile fabrics, than is appellant's Morocco as applied to 
appellant's liquids—varnishes, japans and enamels 
which in themselves, and as made and sold by appellant, 
are devoid of rough surfaces. 

Registered Aug. 26,1930 Trade-Mark 274,432 

UNITED STATES PATENT OFFICE 

E. BEHRMAN INC., OF NEW YORK, N. Y. 


ACT OF FEBRUARY 20, 1905 
Application filed March 12, 1930. Serial No. 297,170 

STARFISH 

MOROCCO 

For Hand-bags, Pocketbooks, Purses, Suit-cases, Portfolios, 
Pocket Card Cases, Wallets, Satchels, Valises 


The above registration is also inconsistent with the 
rejection of appellant’s mark on the ground of descrip¬ 
tiveness. A starfish has a roughened, grain-like surface 
that may be said to simulate the roughened grain-like 
surface of Morocco Leather. Yet the Office registered 
this “Starfish Morocco" mark for “Hand Bags, Pocket- 
books, Purses, Suit-cases, Portfolios, Pocket Card Cases, 
Wallets, Satchels, Valises.” 

The registration of this “Starfish Morocco" mark 
under the Act of 1905 was clearly and definitely a prec¬ 
edent for the allowance of the registration of appellant's 
trade-mark “Morocco," not for articles made of leather 
as in the above registration, but for the remote and un¬ 
related subject-matter consisting of liquid varnishes, 
japans and enamels. The present rejection is inconsis¬ 
tent with this precedent found in the above registration, 
as well as inconsistent with the other registrations we 
have just reviewed. 
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Registered June 30,1936 Trade-Mark 336,155 

UNITED STATES PATENT OFFICE 

Morris Coal and Mining Company, Morris, Ill. 

Act of February 20, 1905 

_ i 

Application April 30, 1935, Serial No. 364,394 

MORROCO 

For Bituminous or Soft Coal 


Again, under the Act of 1905, the Patent Office has 
registered, as shown above, the word “Morocco" for 
Bituminous or Soft Coal. Bituminous or soft coal is no 
further removed or remote from being descriptive of 
Morocco Leather than are appellant's liquid varnishes, 
japans and enamels. If it was within the Act of 1905 
to register “Morocco" for Bituminous or Soft; Coal, it 
is equally, indeed more abundantly, within the Act to 
register for these liquid preparations of appellant, the 
word “Morocco." Again, appellant's varnishes, japans 
and enamels in liquid form are devoid of any pebbled- 
like surface, while bituminous or soft coal when mined 
and thrown in piles does have exaggerated roughness 
or irregularity of surface. And yet “Morocco'’ was reg¬ 
istered under the Act of 1905 for Coal, while, inconsis¬ 
tently, the Patent Office has unjustly and erroneously 
defeated appellant's application for the registration of 
“Morocco" under this same statute. 


8 


Registered Apr. 16, 1929 Trade-Mark 255,223 

UNITED STATES PATENT OFFICE 

TRIMONT MANUFACTURING CO., INC., OF ROXBURY, MASSACHUSETTS 

ACT OF FEBRUARY 20, 1905 


Application filed November 15, 1928. Serial No. 275,341 

MOROCO 

For Wrenches 


Finally, we come to the above trade-mark registra¬ 
tion of “Moroco” under the Act of 1905, for Wrenches. 
A wrench, purposely made smooth on the surface, is no 
further removed from the inference of a pebbled grain¬ 
like appearance implied by “Morocco" than are appel¬ 
lant's liquid varnishes, japans and enamels with their 
smooth flowing surfaces. It seems to us to constitute 
palpable error to hold that “Morocco" associated with 
these liquids is descriptive of, or confounded with, mo¬ 
rocco in the sense of the pebbled, grain-like leather of 
tanned goat's skin. 

We submit that this Court well may, if it so desires, 
stop here and sustain the right of appellant to its regis¬ 
tration of the word “Morocco" as a trade-mark for liquid 
varnishes, japans and enamels as perfectly consistent 
with the practice of the Patent Office in registering the 
foregoing trade-marks—all of them under the Act 
of 1905, save the one in 1882 (supra, p. 3). the one in 
1897 (supra, p. 3), and one under the Act of 1920 (supra, 
p. 5). 

But to develop and explain to the Court the record in 
this case, we must continue this brief beyond this chap- 
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ter. We do think, however, that what has been shown 
above is sufficient to justify reversal. We now go to a * 
summary of the evidence in this case. 

Summary of Evidence. 

Mr. Kittredge, president of the appellant company for 
the past ten years, testified as follows at the designated 
parts of the record. He said: 

“ ‘Morocco/ when used as a trade mark with re¬ 
spect to our product, means the general type of fin¬ 
ishes * * without reference to color specifically 

or to the specific type of finish. The term ‘Morocco’ 
is a trade-mark referring to an enamel of a variety 
of colors and of a variety of finishes, * */’ (Rec. 

16.) 

“* * Plaintiff offers in evidence the | samples 

produced by the witness of material ‘Morocco’ in 
different colors and in different finishes, as Plain¬ 
tiff's Exhibits Numbered 1 to 32 inclusive.; 

“I pick out of the exhibits Numbers 1 to 32, those 
marked 1, 2, and 3 as typical samples of different 
finishes, all of which are included within the trade¬ 
mark ‘Morocco.’ No. 1 shows a fairly coarse uni¬ 
form wrinkle, with a high gloss; No. 2 is a dull, 
uniform finish; No. 3 shows the glossv finish with 
the bright ‘eves' or shinv spots referred to/’ (Rec. 
16.) 

“When the term Morocco 9 is used in the trade it 
identifies the products made by The Kay & Ess Com¬ 
pany. IVc have used the term, ‘Morocco / for the pur¬ 
pose of identifying our enamel, since February 22nd, 
1928. Since the date of the adoption of this trade-mark 
on February 22nd , 1928, it has been used continuously. 
The value of the products which have been sold 
under the trade-mark ‘Morocco’ by our company 
since February 22, 1928, I would say is consider- 
ably over one hundred and fifty thousand dollars 
($150,000.CX)). This trade-mark ‘Morocco' has been 
used in connection with the sale of our enamels in 
and outside of Ohio, and in foreign countries. This 


i 
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interstate commerce has been going on continuous¬ 
ly since F'ebruarv 22nd, 1928.” (Rec. 17.) 

“The few documents produced relative to the sale 
and shipment of ‘Morocco/ are only a very small 
part of the documents we have on the subject since 
the year 1928. I produced these here as typical of 
the interstate commerce transactions we have had 
in this enamel trade name 'Morocco'.” (Rec. 19.) 

“Our firm has done advertising of this product under 
the trade name of ‘ Morocco (Rec. 20.) 

The Ohmer Fare Register Company, The Nat¬ 
ional Cash Register Company, The Dayton Pump 
Company, and The Westinghouse Electric and 
Manufacturing Company at Mansfield, Ohio, have 
been customers of appellant. (Rec. 20.) 

Averments of Bill of Complaint. 

Appellant's bill of complaint contains the following 
among other averments: 

“4. The plaintiff was and is the owner of the 
trade-mark “Morocco” for paints and varnishes, 
which trade-mark was adopted by plaintiff Febru- 
arv 22nd, 1928, in advance of all others, and has 
been continuously, notoriously and exclusively ap¬ 
plied to said goods by plaintiff in its business since 
said date of adoption: that said trade-mark was and 
is affixed to the goods by means of labels applied 
to the containers for said goods; that it was used 
in interstate commerce prior to the filing of the 
hereinafter mentioned application for registration 
thereof and is still being so used: that the paints and 
varnishes sold under said trade-mark by plaintiff 
have been of high quality, and have become known 
to the trade as “Morocco” paints and varnishes; 
that said trade-mark indicates the origin and own¬ 
ership of said paints and varnishes of plaintiff: that 
said trade-mark has been extensively used by plain¬ 
tiff and has become widely and generally known to 
and favorably regarded by the public and as a result 
thereof plaintiff has acquired extensive and valu¬ 
able good will and prestige and reputation in con¬ 
nection with its said trade-mark in the minds of the 
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trade and the public, as the trade and the public 
connect plaintiffs said paints and varnishes with 
the plaintiff as the source thereof and the trade¬ 
mark “Morocco" as the identifying word therefor 
under which such paints and varnishes may be pur¬ 
chased from dealers in paints and varnishes.” (Rec. 
2 .) _ | 

“9. After arguments were duly made on said ap¬ 
peal and a brief filed on behalf of applicant, the 
First Assistant Commissioner of Patents on the 
11th day of April, 1934, affirmed the decision of the 
Trade-Mark Examiner on the ground that the mark 
fails to designate origin or source of manufacture 
and is simply indicative of the type of finish pro¬ 
duced by the product, all as will more fully appear 
by the certified copy of the filewrapper and! contents 
of said application Ser. No. 324,467, in Court to be 
produced.” (Rec. 3.) 

The statement referred to above of the First Assist¬ 
ant Commissioner of Patents was due to an unfortunate 
oversight on his part. We allude particularly to his 
statement that appellant's “mark fails to'designate ori¬ 
gin or source of manufacture and is simply indicative of 
the type of finish produced by the product." (Rec. 3.) 
There was no basis for that statement that the mark 
does not designate the origin or source of the manufac- 
ture of appellant's material sold under this trade-mark. 
The testimony of Mr. Kittredge, president of appellant, 
is that 

“When the term ‘Morocco' is used in the trade it 
identifies the products made by The Kay & Ess 
Company. We have used the term ‘Morocco,' for 
the purpose of identifying our enamel, since Febru¬ 
ary 22nd, 1928. Since the date of the adoption of 
this trade-mark on February 22nd, 1928, it has been 
used continuously.” (Rec. 17.) 

'‘Our firm has done advertising of this product 
under the trade name of ‘Morocco'." (Rec. 20.) 

And to this Mr. Kittredge adds in his testimony that 
their sales of these “Morocco" varnishes, japans and 
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enamels had reached at the time he testified (more than 
one and one-half years ago) the sum of $150,000.00. 
(Rec. 17.) 

These commercial facts establishing this long use of 
the mark “Morocco” and the sales of the products under 
such mark show definitely that the mark in question has 
been pointing for years to plaintiff as the origin and 
source of “Morocco” varnishes, japans and enamels. 

And the Supreme Court of the District, Mr. Justice 
Railev sitting, made the finding that “The word Morocco 
had been extensively used by plaintiff in connection with 
its product.” (Rec. 10.) 

Again, the Assistant Commissioner had an entirely 
wrong conception when he stated that “The mark fails 
to designate origin or source of manufacture.” Trade¬ 
marks point to origin and source, not by “designation,” 
but by association of the mark with the article and its 
maker. It is, therefore, clear that this ruling of the 
Assistant Commissioner was made under an entirely 
erroneous impression or understanding of how trade¬ 
marks come to denote origin or source. But for this 
mistaken view of his, he probably would have allowed 
the registration. 

Justice Bailey, too, stated as a conclusion of law that 

“The term Morocco as used by plaintiff did not 
function as a trade-mark to indicate origin or source 
of manufacture, but was employed to designate the 
type of finish produced by plaintiff's product.” (Rec. 
10-—Conclusion 3.) 

This conclusion is due to an unfortunate oversight of 

o 

the definite evidence in this case that 

“When the term ‘Morocco' is used in the trade it 
identifies the product made by The Kay & Ess Com¬ 
pany.” (Rec. 17.) 

The error of the Assistant Commissioner evidently 
misled Justice Bailey. 
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Findings and Conclusions of Court Below. 

Finding 1. “The application of the plaintiff involved 
in this proceeding is for the registration under the 
Trade-Mark Act of 1905 of the term ‘Morocco’ as a 
trade-mark for a lacquer finish." 

This needs no discussion. 

Finding 2. “Plaintiff’s finish when applied to an 
article gives an appearance indicating a simulation 
of Morocco leather." 

But appellant’s “Morocco" varnishes, japans and 
enamels also produce “relatively smooth" finishing sur¬ 
faces. (Rec. 19, middle of page.) This finding, there¬ 
fore, is not correct. Nor is it any part of appellant’s 
trade-mark what kind of finish the customer pleases to 
put on his product. He may so use the appellant’s var¬ 
nishes, lacquers and enamels as to give him a surface 
which would be rough, so-called, in different degrees; or 
he mav use the same material to give a relatively smooth 
finish, just as a painter would give a uniform appearance 
if he paints, say a wall, with a brush; while if he takes 
the same wall, the same paint and the same brush and 
taps the brush on the surface, he will get a far different 
appearing surface, called “stippled.” Yet he has used 
the same paint sold under the trade-mark “Morocco.” 

' Accordinglv, this Finding 2 is not a correct statement. 

Finding 3. “The word Morocco had been extensive¬ 
ly used by plaintiff in connection with its product.” 

Xo issue arises on this except “product" should have 
been “products.” i 

Conclusion 1. ‘‘The term Morocco as used by plain¬ 
tiff is descriptive of the goods upon which it is 
used.” 

We submit there is error here. This is an incorrect 
statement. Appellant’s trade-mark is not “descriptive 
of the goods upon which it is used.” Appellant’s pro¬ 
ducts are liquid varnishes, japans and enamels. The 
products themselves are of different types and could not 
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each be described bv the fanciful word “Morocco.” It is the 

* 

arbitrary and fanciful relation of “Morocco” to the sev- 
* 

eral kinds of liquid products that enables appellant to 
apply “Morocco” to all of them. 

Conclusion 2. “A word which is aptly descriptive of 
the goods with which it is used is not registerable 
as a trade-mark under the Trade-Mark Act of 1905, 
even if it has acquired a ‘secondary’ meaning as in¬ 
dicating the goods of the user.” ( Rec. 10.) 

This conclusion has two parts, first, the statement that 
“Morocco” is descriptive of the goods of the purchaser with 
which it is used, and is, therefore, not registerable under 
the Act of 1905. But we have just shown that the sev¬ 
eral kinds of goods of appellant cannot be described by 
any one word or name—as “Morocco.” A varnish has 
its characteristics. Enamels have still other character¬ 
istics, and japans have their peculiar characteristics. 
The word “Morocco” does not -describe any of these 
inherent characteristics, and it certainly could not be 
descriptive of the characteristics of all these products. 
Hence the error we submit in the first branch of Con¬ 
clusion 2. 

The second part of the conclusion is that even if “Mo¬ 
rocco” has acquired a secondary meaning as indicating 
the goods of the user, still it is not registerable. But this 
conclusion overlooks 

(a) the fact that appellant's mark is not applied 
to the articles of the purchaser or user of the products, 
but is applied only to appellant’s liquid products; and 

(b) this conclusion overlooks the law as to 
trade-marks which have acquired a secondary mean¬ 
ing. 

As Judge Lurton held in the case of Lowe v. Toledo, 
(post, page 19), even if a mark is descriptive of the qual¬ 
ity of the goods, it is nevertheless a valid and enforceable 
trade-mark when it has acquired a secondary meaning 
growing out of having been used for a number of years 
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by one manufacturer exclusively for a mark. This is 
well settled law. See the other cases we have cited, post, 
pages 20-22. 

The Court will note that Judge Lurton distinctly 
found that the words “High Standard” w r ere descriptive 
of the paints and varnishes of the Low’e Company. 
“High Standard” had been registered as a trade-mark 
in 1907, two years after the Act of 1905. Conclusion 2 
of the learned Justice below is clearly due to a mistaken 
view. 


Accordinglv, there has been a serious oversight by the 
Court below on these points a and b. In law a mark, 
even though it is descriptive, still it undergoes a re¬ 
baptism by acquiring a secondary meaning from long 
use, during which it pointed to the origin and source of 
the products of its user. 

Conclusion 3. “The term Morocco as used by plain¬ 
tiff did not function as a trade-mark to indicate ori¬ 
gin or source of manufacture, but was employed to 
designate the type of finish produced by| plaintiff’s 
product.” (Rec. 10.) 

i 

There is no evidence in this case to sustain this con¬ 
clusion. To the contrary, Mr. Kittredge testified that 

‘‘When the term ‘Morocco’ is used in the trade it 
identifies the products made by The Kay & Ess 
Company.” (Rec. 17.) j 

Thus the proof is that “Morocco” was used to identify 
these products, and had the effect of pointing to The 
Kay & Ess Company as the producers of such products. 
We do not know how the Court came to utter this third 


conclusion. Some $150,000.00 had been spent by cus¬ 
tomers who purchased appellant’s products marked .. 
‘‘Morocco” which identified the products as made by 
The Kav & Ess Co. (Rec. 17, top) up to the time Mr. 
Kittredge testified about a year and a half ago.i 


Again, the conclusion- says that the appellant em¬ 


ployed its trade-mark “to designate the type 


of finish 
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produced by plaintiff's product.” There is no evidence 
in this case that the plaintiff itself so used its products. 
“The type of finish” is produced not by appellant, but 
by the purchaser of appellant’s varnishes, japans and 
enamels. The finish was the work of the customer, and 
such finish was on customers’ own products. The term 
“Morocco” in appellant's trade referred to the liquids 
appellant sold. And the liquids themselves certainly 
do not resemble morocco leather. It was for such 
liquids that appellant used its trade-mark and not for 
the finished product of its customers. The finish arose 
from the use of the liquids in the hands of the purchaser 
of the liquids. The arbitrary word “Morocco” is not 
applied, by appellant, to its customers' finished products. 
The term “Morocco” certainly cannot be held to be de¬ 
scriptive of any liquid. Therefore, appellant's use of 
“Morocco” as applied to its liquid varnishes, japans and 
enamels is whollv arbitrarv and fanciful. 

or w 

Conclusion 4. “The word Morocco is not register- 
able by plaintiff.” 

Conclusion 5. “The Bill should be dismissed.” 

These conclusions are predicated on the false premise 
asserted in Conclusions 1, 2 and 3. 

At this place we reprint a sample of appellant's orders 
received from customers—Exhibit 34d, Sheet 7: 

INTERNATIONAL BUSINESS MACHINES CORPORATION 
GENERAL PURCHASING DEPARTMENT 
ENDICOTT. N. Y.. U. S. A. 

Date 5/8/34 Purchase 

Order No. R-4051999 

KAY & ESS VARNISH CO. Ship to Endicott. N. Y. 

DAYTON. OHIO F. O. B. Point Endicott 

Your Quotation 

124.25 — 1800 

Quantity Description 

25 GAL. BLACK MOROCCO No. 8376 1.90 

25 GAL. DARK GREEN MOROCCO No. 8614 2.00 

5 GAL. CLEAR MOROCCO 2.05 

PLEASE 

PREPAY FREIGHT 
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It will be noted that “Morocco” is used!as to each 
item purchased to indicate the product desired. As the 
colors vary with the requirements of each customer, 
they usually indicate the color on the order. But always 
this trade-mark “MOROCCO" is used to designate the 
product they seek to buy. ; 

Appellant’s Assignment of Errors. 

i 

We shall here briefly discuss enough of the Errors we 
have assigned to show our position and, we believe, to 
justify this Court in sustaining appellant’s bill for the 
registration of its trade-mark. ' 

Error 6. There we state that the Court erred “In hold¬ 
ing that ‘Morocco,’ as used by plaintiff, is descriptive of 
the goods upon which it is used.” (Rec. 11.) 

This holding involves error. Even assuming that the 
word “Morocco" in some situations described leather 
with a sort of “grained" or pebbled surface finish, still 
that definition of “Morocco" does not apply to paints, 
japans and varnishes, which are liquids as made and sold 
in the United States. They are not used in the leather 
trade, but in the metal products trade as finishings for 
metallic casings, as for cash register casings, i There is 
certainly no similarity of subject-matter between these 
metal casings for various machines and tanned goats' 
hides, dyed on the “grain side.” And what the plaintiff- 
appellant makes and sells is what this trade-mark is 
used on. It is not used on the objects to which the pur¬ 
chasers of these liquids apply them. If one insists that 
“Morocco” implies a leather that is pebbled or wrinkled, 
then the answer is that the use of “Morocco” applied to 
these liquids is fanciful or arbitrary because these liquids 
are not pebbled or wrinkled on their surfaces; but to the 
contrary, thev form smooth flowing surfaces like water 
or milk. 

Mr. Kittredge testified that order numbers, such as 
“No. 8376 refer to our formula number indicat- 
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ing that particular material. That formula number 
determines whether the material would be rough, 
or have ‘eyes,’ or be relatively smooth ." (Rec. 19.) 

Thus it appears that in appellant's trade some cus¬ 
tomers want to produce a relatively roughened surface 
on their own product, or want to produce only a “rela¬ 
tively smooth" surface. So appellant's liquid products 
are capable of being used to produce a roughened sur¬ 
face or a relatively smooth surface. How then can the 
trade-mark “Morocco" be interpreted as it was in the 
Patent Office and in the Court below to describe only 
the rough finish some customers niav get from the use 
of these products? It equally describes a relatively smooth 
surface. But as a matter of fact, the term “Morocco" does 
not describe any surface of the products themselves of 
appellant, but is only an arbitrary or fanciful designa¬ 
tion of the liquids the customer may use to make either 
a so-called wrinkled surface or a relatively smooth sur¬ 
face on his own particular product, such, for instance, as 
cash register casings. Appellant's products zvhich are liquid 
are not themselves zerinkled or pebbled. 

Error 8. There we contend that the Court erred “In not 
holding that ‘Morocco' is an arbitrarv term as used bv 
plaintiff on its goods, and is entitled to registration 
under the trade-mark Act of 1905." (Rec. 11.) Xot to 
so hold was obviously an error. 

“Morocco" as applied to varnishes, japans and enam¬ 
els is clearly arbitrary. “Morocco" is not descriptive of 
these liquids. Its application to them is, therefore, arbi¬ 
trary or fanciful. The fact that the purchasers of the 
liquids may so use them as to, by skilful manipulation, 
form, when dry and hard, a surface on some article, not 
perfectly smooth, is no reason to hold that the liquids 
themselves are wrinkled and are described as wrinkled 
or leather-like bv the word “Morocco." That is too 
remote. 
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Error 9. Our contention here is that the Court erred “In 
holding that a descriptive word is not registerable under 
the Trade-Mark Act even though it has acquired a ‘sec¬ 
ondare meaning as indicating the goods of the user.” 
(Rec. 11, 12.) 

This holding is clear error; first, because “Morocco” 
is not descriptive of appellant's liquids; and second, be¬ 
cause, in law a trade-mark not registerable 1 ; originally, 
becomes registerable after it has acquired a secondary 
meaning by long use, which by association points to 
the article and its origin or source of the production. It 
is a long established doctrine and practice that marks 
not in themselves registerable become so op acquiring 
a secondarv meaning. 

^ o 

/ 

Judge Lurton, later Mr. Justice Lurton of the Supreme 
Court, in Lowe Bros. Co. v: Toledo Varnish Co., 168 Fed. 
627 (Sixth C. C. A.) held that the trade-mark “High 
Standard" for paints was a valid trade-mark on the 
ground that it had acquired a secondary meaning. This 
mark had been registered on September 24, 1907, by the 
Patent Office. The Court held: 

“The words ‘High Standard' as applied to paints 
or varnishes, are in themselves descriptive of qual¬ 
ity, and cannot be monopolized as a trade-mark; 
but where they have been used for a number of 
vears bv one manufacturer exclusively for a trade- 
mark, * * [they] have acquired a secondary 

meaning with the trade and public as designating 
and identifying the products of such maker, * *.” 

(Head note.) 

In the decision of the Court of Appeals for the Sixth 
C. C. A., Judge Lurton, and Judges Severens and Cor¬ 
coran sitting with him, further said: 

“Upon general demurrer the bill was dismissed, 
upon the ground that the words indicated quality, 
and the right to their exclusive use could not be 

o 

acquired.” 
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“It must be conceded that the primary meaning 
of the words ‘High Standard' denotes quality, and 
in that sense they are not capable of an exclusive 
appropriation. But the bill contains certain aver¬ 
ments, which, if true, would show that these words 
have come to have a secondary meaning denoting, 
when applied or used in connection with paints and 
varnishes, the maufacturer of the paint or varnish 
to which the words were directly applied. That it 
is averred: 


“ ‘That 25 years ago your orator's predecessors 
adopted as their trade-mark the words “High 
Standard” to designate the origin and ownership of 
their liquid paints and leading products. That for 
a period of 25 years your orator and its predecessors 
have employed this distinguishing trade-mark * * 
in various forms of advertising to distinguish its 


liquid paints. * * * # That your orators and its 

predecessors have expended half a million dollars 
or more in advertising its liquid paints and products 
under said trade-mark.' 


“Again it is averred: 

“ ‘That said trade-mark has been and is universal¬ 
ly known and recognized as indicating that the said 
liquid paints having such trade-mark were made 
by your orator and were of superior quality. That 
your orator's sales amount to more than 8,000 tons 
per year, all of which liquid paints and products are 
known and designated to the trade by said trade¬ 
mark “High Standard*'.' ** ( Pp. 627-8.) 

Then the opinion goes on to point out in the clear and 
convincing way that was the way of Judge Lurton, that 
where the words in question had acquired a secondary 
meaning by long usage, pointing to the origin and 
source of the product, then such words take on a new 
meaning and a new character and constitute valid trade¬ 
marks. Then he cited and followed 


Computing Scale Co. v. Standard Computing Scale 
Co., 118 F. 965, 967, (Sixth C. C. A.) from which case 
he quotes at page 628 of 168 Fed. 
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This quotation from the Scale case is also applicable 
to the case at bar. Then Judge Lurton stated that the 
same general principle is recognized by the Courts in 

American Washboard Co. v. Saginaw Mfg. Co., 103 
Fed. 281, (Sixth C. C. A.); Plant Co. v. May Co., 105 
Fed. 375 (Sixth C. C. A.), and Newcomer v. Scriven 
Co., 168 Fed. 621 (Sixth C. C. A.). 

The Lowe case was cited with approval in j 

Armstrong v. Ringwalt, 235 F. 458, 461; and Dyer 
v. Skuylkill, 185 F. 557, 572. 

As stated by Judge Lurton in Vacuum Oil Co: v. Climax 
Refining Co.,' 120 F. 254, 256: 

“That a descriptive word or sign or symbol, de¬ 
scriptive from popular use in a descriptive sense, 
may acquire a secondary significance denoting ori¬ 
gin or ownership, is true/' 

Also in Coca-Cola v. Kokc Co., 254 U. S. 143, 145, 146, 
the Supreme Court held: ; 

“Whatever may have been its original weakness, 
the word for years has acquired a secondary sig¬ 
nificance and has indicated the plaintifiTs product 
alone. * * * It means a single thing coming 

from a single source, and well known to the com¬ 
munity. * * * It has acquired a secondary 

meaning in which perhaps the product is more em¬ 
phasized than the producer, but to which the pro¬ 
ducer is entitled.” 


In Mcrriam v. Saalficld, 198 F. 369, 373 (C. C. A. 6), 
Judge Denison in speaking of the doctrine of “secondary 
meaning” said: 

“It contemplates that a word or phrase orig¬ 
inally, and in that sense primarily, incapable of 
exclusive appropriation with reference to an article 
on the market, because geographically or otherwise 
descriptive, might nevertheless have been used so 
long and so exclusively by one producer with ref¬ 
erence to his article that, in that trade and to that 
branch of the purchasing public, the word or phrase 
had come to mean that the article was his : product, 



in other words, had come to be to them, his trade¬ 
mark.’’ 

Reardon v. B. & B. Exterminators, 71 Fed. (2) 515, the 
Court of Appeals for the Fourth Circuit, said: 

“[6] It is also well established that even a descrip¬ 
tive mark or name will be protected if it has acquired 
a secondary significance. Barton v. Rex-Oil Co., Inc., 
(C. C. A.) 29 F. (2) 474: Computing Scale Co. v. 
Standard Computing Scale Co., (C. C. A.) 118 F. 965; 
Chapin-Sacks r. Hcndlcr ( C. C. A.), 254 F. 553: Nims 
on Unfair Competition and Trade Marks, Sec. 37: An¬ 
heuser-Busch, Inc., v. Budzvciscr Malt Products Co. 
(C. C. A.), 295 F. 306: Coca-Cola Co. v. Kokc Co., 254 
U. S. 143, 41 S. Ct. 113. 65 L. Ed. 189.” (P. 518.)* 

Error 10. We there state that the Court erred “In hold¬ 
ing that the term ‘Morocco' as used by plaintiff does not 


*In the Memorandum on behalf of the Commissioner filed in the Court 
below, the following several cases were relied on. We have not found any 
of them to be pertinent to the present case. 

They cited Standard Paint v. Trinidad Asphalt Mfg. Co., 220 U. S. 446. 
involving "Rubberoid" as applied to flexible roofing. The Court found the 
term to be descriptive of the roofing. But in the case at bar. we abundantly 
show in this brief that Morocco is not descriptive in any sense of appel¬ 
lant’s liquid varnishes, japans and enamels. “Morocco" arose among the 
Moors as the name of goats’ skins. “Morocco" is not descriptive of appel¬ 
lant’s liquid products. 

They cite Elgin Watch v. Illinois, 179 U. S. 665. The name "Elgin." a 
city in Illinois where the product of plaintiff was manufactured, was the 
alleged trade-mark. It was purely "geographical" and as such not regis- 
terable. No "geographical” question is involved in the case at bar. No 
reference to “geographical” was made by Justice Bailey. 

In Beckwith v. Commissioner of Patents, 252 U. S. 538. the action of 
the Patent Office in refusing registration was reversed. Certain descrip¬ 
tive words were inclyded in the seal-like label. The disclaimer that those 
words wera a part of the trade-mark was approved by the Supreme Court 
and the actual trade-mark itself was sustained. 

In Hercules v. Newton, Commissioner, 266 Fed. 169. the Court of 
Appeals merely held that "Infallible" was descriptive and unregistcrable 
as applied to Smokeless Powder, but in the case at bar. "Morocco" has no 
descriptive meaning as applied to the liquid products of appellant. 

Hygrade v. Lee, 46 F. (2) 771. has nothing in common with the case 
at bar. There plaintiff denominated, its goods as "Higradc" and defendant 
denominated its goods as "High Grade" in unfair competition. The bill 
was dismissed. 

In Oakland Chemical Co. v. Bookman, 22 F. (2) 930. it was held that 
"Dioxygen” was invalid as a trade-mark for hydrogen-dioxide and was 
not entitled to protection against defendant’s use of “Peroxogen." 

In re Scholl Mfg. Co., 50 App. 46. 1920 C. D. 206. this Court merely held 
that the extent of use was immaterial if the mark was descriptive. As the 
mark "Morocco" in the case at bar is not descriptive of liquid varnishes, 
japans and enamels, this case is not pertinent. 
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function as a .trade-mark to indicate origin or source of 
manufacture of plaintiff's goods, but was employed to 
designate the type of finish produced by plaintiff’s 
goods.” (Rec. 12.) 

This holding is contrary to the testimony Of the pres¬ 
ident of appellant. As we have seen, that testimony 
establishes that the trade-mark ‘‘Morocco” had acquired 
a secondary meaning indicating “origin or source of 
manufacture of plaintiff’s goods.” Mr. Kittredge testi¬ 
fied that 

“When the term ‘Morocco’ is used in the trade it 
identifies the products made by The Kay & Ess 
Company.” (Rec. 17.) 

He also testified that 

“As to the experience we have had with our cus¬ 
tomers since then, in the use of the word‘Morocco’ 
when they want to designate our enamels or pur¬ 
chase our enamels, as far as I can remember, with¬ 
out exception, the orders indicate or specify ‘Mo¬ 
rocco’.” (Rec. 17.) 

Again Mr: Kittredge testified: 

“Customers of ours have employed the trade¬ 
mark ‘Morocco’ to designate this general class of 
enamel material for different colors and different 
finishes of roughness.” 


As pointed out above, they have used these materials 
in producing “relatively smooth” surfaces. These con¬ 
ditions of roughness in greater or less degree, and of 
smoothness or relative smoothness, are terms contra¬ 
dictory one of the other, as roughness contradicts the 
idea of smoothness; and as smoothness contradicts the 


idea of roughness. Therefore, the single word “Mo¬ 
rocco” does not and cannot, as erroneously assumed in 


the Patent Office, describe these different conditions of 


the surfaces to which the varnishes, japans and enamels 
are applied. Hence the official contention that this trade¬ 
mark was descriptive of the surface produced by the use 
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of appellant's materials was mere sophistry. And note 
that thereby even Judge Bailey was misled when he said 
as a conclusion of law that “the term ‘Morocco' as used 
by plaintiff is descriptive of the goods upon w’hich it is 
used:" whereas this trade-mark has nothing to do with 
the goods upon which it is used. These goods are the 
property of the purchasers from appellant. It would be 
impossible for “Morocco" to be descriptive of all these 
different articles or goods that various customers mav 
decorate with appellant's “Morocco" varnishes, japans 
and enamels. 

Short Resume. 

From all the above, it will be seen that the various 
speculations or objections to registering this mark are 
essentially technical objections made by the Patent 
Office Examiner and affirmed by the Assistant Commis¬ 
sioner of Patents. See page 10 et seep supra, for aver¬ 
ments in appellant's bill of complaint, which was sworn 
to by Mr. Kittrcdge, appellant's president, to-wit: 

“That plaintiff was and is the owner of the trade¬ 
mark ‘Morocco' for paints and varnishes * * 

adopted * * February 22nd, 1928, * * and 

has been continuouslv, notoriouslv and exclusivelv 

Wt ' m * 

applied to said goods by plaintiff in its business 
since said date of adoption: * * that the paints 

and varnishes sold under said trade-mark by plain¬ 
tiff have been of high quality and have become 
known to the trade as ‘Morocco' paints and var¬ 
nishes: that said trade-mark indicates the origin 
and ownership of said paints and varnishes by plain¬ 
tiff: that said trade-mark has been extensively used 
by plaintiff and has become widely and generally 
known * *." (Rec. 2.) 

Yet the Primary Examiner in the Patent Office re¬ 
jected registration in his official action of May 4, 1933, 
Paper Xo. 9, when he concluded and said: 

“* * The word ‘Morocco' is descriptive as ap¬ 
plied to applicant's lacquer finish * *. The final 
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refusal stands, and applicant’s recourse is by way 
of appeal/' (Filewrapper Exhibit 40.) 

Such appeal was taken to the First Assistant Commis¬ 
sioner of Patents, who affirmed the decision of the Pri¬ 
mary Examiner, but on a different ground, to-wit: 


That “the mark fails to designate origin or source 
of manufacture and is simply indicative of the type 
of finish produced by the product," 

as was averred in Paragraph 9 of the Bill of Complaint. 
(Rec. 3.) 

But these positions by the Examiner and First Assist¬ 
ant Commissioner of Patents were contrary to the depo¬ 
sition of President Kittredge of appellant company. And 
doubtless his Honor, Judge Bailey, was misled by these 
unsupported statements of the Examiner and Assistant 
Commissioner. Mr. Kittredge testified: 


“When the term ‘Morocco' is used in the trade it 
identifies the products made by The Kay & Ess 
Company. We have used the term ‘Morocco,’ for 
the purpose of identifving our enamel, since Febru¬ 
ary 22nd, 1928/’ (Rec. 17.) 

“Our firm has done advertising of this product 
under the trade name of ‘Morocco' 

20 .) 


* 


(Rec. 


Conclusions. I 

On the record and the presentation made in this brief, 
we submit the following conclusions as sound and just: 

1. That appellant's trade-mark is registerable be¬ 
cause it is not descriptive of appellant's liquid varnishes, 
japans and enamels. 

2. That appellant's mark “Morocco" is registerable 
regardless of the uses plaintiff's customers make of these 
liquids when they apply them for their various purposes. 
Their products are not on sale by this appellant; and this 
trade-mark “Morocco" is not used by appellant’s cus¬ 
tomers. 
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3. That appellant's trade-mark, and the evidence so 
shows, has acquired a secondary meaning under which 
it identifies appellant's products and points to appellant 
as the maker or source. 

4. That by reason of such secondary meaning appel- . 
lant's trade-mark became a valid trade-mark and was 
entitled to registration. See the cases supra (pages 
19-22.) 

Respectfully submitted, 

H. A. TOULMIN, 

H. A. TOULMIN, JR., 

Counsel for Appellant. 

Dayton, Ohio, 

September, 1936. 
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In the United States Court of Appeals 
for the District of Columbia 

October Term, 1936 


No. 6804 

The Kay & Ess Company, appellant 

v. ; 

Conway P. Coe, Commissioner of Patents, 

APPELLEE 


APPEAL FROM THE SUPREME COURT OE THE DISTRICT OF 
COLUMBIA (.VOir THE DISTRICT COURT OF THE UNITED 
STATES FOR THE DISTRICT OF COLUMBIA) 


BRIEF FOR THE COMMISSIONER OF PATENTS 

This case comes before this Court of appeal 
from the decree of the lower court dismissing 
plaintiff’s bill of complaint (R. p. 9). 

By the suit in question, which was brought under 
the provisions of Section 4915, R. S. (U. S. C., 
Title 35, sec. 63), it was sought to obtain registra¬ 
tion of the word “MOROCCO ” as a trade-mark for 
Paints and Varnishes. 
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Both the Examiner of Trade-Marks and the 
Commissioner held that the mark was “merely" de- 
scriptive and therefore not registrable under the 
Trade-Mark Act of February 20, 1905. 

It was pointed out in the Commissioner’s deci¬ 
sion that the record shows that the paints and var¬ 
nishes to which this mark was applied were de¬ 
signed to produce a special finish which looked 
like imitation Morocco leather. While the mark 
literally does not describe a paint in the sense that 
it does not tell you the color of the paint or its 
consistency, it does describe a characteristic of it. 


namely, that when placed upon material the finish 
will look like Morocco leather. That this is true 
is shown bv an affidavit of Harvev G. Kittredge, 
President of the plaintiff Company, filed in the 
Patent Office on April 27, 1933 (Plaintiff’s Ex¬ 
hibit 40), in which affiant said: 


That the word “Morocco’’ is used to des¬ 
ignate our paints and varnishes where there 
is a special finish that looks like imitation 
Morocco leather. 


In his testimony Mr. Kittredge stated (R. p. 15): 

“Morocco" is applied to a line of finishes 
that we call imitation leather finishes, more 
to distinguish them from high gloss or flat 
enamels of the conventional type. 

Section 5 of the Trade-Mark Act of 1905 pro¬ 
vides that no mark is registrable which consists 
“merely in words or devices which are descriptive 
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of the goods with which they are used, or of the 
character or quality of such goods/' 

Appellant has referred in his brief to certain 
registrations heretofore issued by the Patent Office 
and argues therefrom that the Office is inconsist¬ 
ent in not granting registration of this particular 
mark. 

It is submitted that the argument is irrelevant 
since the question before this Court is not whether 
at some previous time a mistake was made, but 
whether appellant here has a statutory right to the 
registration of its mark. 

It is noted however, that of the registrations re¬ 
ferred to, the two on page 3 of the brief were regis¬ 
tered under the Act of 1881, which contained no 
such specific provision against the registration of 
a descriptive word as does the present trade-mark 
Act of 1905. 

It is further noted that the registration referred 
to on page 5 of the brief shows on its face that it 
was issued under the Act of March 19, 1920. That 
Act provides for the registration of words not 
registrable under the Act of 1905 where the appli¬ 
cant for registration had bona fide use of the mark 
for one year prior to the application for registra¬ 
tion. 

It is further argued that appellant’s mark has 
acquired what is known as a “secondary meaning”, 
as indicating the goods of the user, and a number 
of decisions are cited in which the right to exclude 
another from using such a mark has been sustained. 
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It lias never been contended in this case that a 
word originally descriptive or geographical may 
not acquire such a meaning in the trade as indi¬ 
cating the goods of a manufacturer that a court 
will protect the manufacturer in the use of that 
mark. 

There has been no decision, however, so far as 
the writer is aware, which holds that a mark orig¬ 
inally and truly descriptive of the goods can be 
registered under the Trade-Mark Act of February 
20, 1905, because it had acquired such a “second- 
arv meaning." Everv case that discusses the 
question of 44 secondary meaning'’ points out that 
the mark is protected under the doctrine of unfair 
competition. 

This Court, in the case of In re Scholl , Manu¬ 
facturing Company, 50 App. D. C. 46, 1920 C. D. 
206, expressly refused to hold a mark registrable 
because of extensive use. In its decision the Court 
said: 

It is immaterial that the device has been 
extensively used by the applicant, or that 
several traders have not heard of its being 
used by others, for these things do not tend 
to prove, even in the least, that it is not de¬ 
scriptive. Being descriptive, the statute 
forbids its registration. 

The question whether such extensive use of a de¬ 
scriptive word made it registrable was discussed at 
length by the Circuit Court of Appeals of the Sec¬ 
ond Circuit in Hercules Powder Company v. New- 
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ton, Commissioner of Patents, 266 Fed. Rep. 169, 
1920 C. D. 340, a suit brought under the provisions 
of Section 4915 R. S. 

In that case it was sought to register the term 
“Infallible”, as a trade-mark for smokeless sport¬ 
ing-powder. There, as here, it was argued that 
dealers and buyers of powder did not associate 
“Infallible” with the powder except to indicate its 
origin. 

The Court, however, said, after quoting from 

i 

the pleadings: 

Thus the point is not that registration 
ought not to be granted because of some 
proven fact, but that it cannot lawfully be 
conferred because the statute forbids. 

The Court then said: 

Plaintiff has, we think, sought to compli¬ 
cate the issue by pressing upon us as a fact 
proven beyond doubt, that dealers and buy¬ 
ers of powder do not associate “Infallible” 
with that explosive except as indicative of 
its origin—“Infallible” means made by 
Hercules Co. 

If this be true, it doubtless strengthens 
plaintiff's rights against infringers or tres¬ 
passers ; it shows the existence of a business 
to which the mark is appurtenant, and 
tends to prove rights which should be pro¬ 
tected from unfair, i. e., deceptive competi¬ 
tion. 

But the only question we have, or can 
have presently before us, is the right to 
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register; not the value or worthlessness of 

what is registered. 

■*•*•*** 

Therefore the evidence offered by plain¬ 
tiff is immaterial and we regard the case 
as presenting nothing but an inquiry as to 
the meaning of a statute. 

The Court then discussed the question at con¬ 
siderable length, cited various decisions of the Su¬ 
preme Court of the United States, and said: 

The difference between suggestion and 
description is often hard to perceive. 
Complete definition seems to us impossible, 
but apt illustration is furnished by the 
present cause. An explosive powder 
marked as “Hercules” would be suggestive, 
and no person other than its maker could 
with equal right and equal truth call his 
powder by that name or any derivative 
therefrom: but “Infallible" is merely de- 
scriptive because it has no association with 
the Hercules Company other than that 
acquired by a long course of business 
nomenclature. 

And finally said: 

It is not possible under the present act 
for a citizen to choose as his trade-mark 
something invalid by general law, use it 
without opposition long enough to make a 
showing of trade repute and commercial suc¬ 
cess, derive from that success “secondary 
meaning” for his mark, and then apply for 
registration. 
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There is much to be said in favor of a reg¬ 
istration law which would give legal and 
governmental sanction to any mark which 
it could be shown the public has accepted. 
Such a system would enable this plaintiff 
to prevail; but Congress must first create it. 

It is submitted, therefore, that the evidence in 
this case does not establish that the term “ Mo¬ 
rocco” is not descriptive of the characteristics of 
the goods to which appellant applies it; that the 
testimonv as to the “secondary meaning’^ of the 
term “Morocco”, as applied to appellant’s goods, 
is immaterial to the question here involved; and 
that it was properly held by the tribunals, of the 
Patent Office and the Court below that the mark 
is not registrable under the Act of 1905. 

It is further submitted that the decree below 
should be affirmed, with costs against the appellant. 

R. P. Whitehead/; 

Solicitor for the Patent Office . 

October 1936. 
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Addition to Record per Stipulation of Counsel 
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MONCURE BURKE 

Clerk 

United States Court of Appeals for the 

District of Columbia 


APPEAL. 

No. 6804 


THE KAY & ESS COMPANY, PLAINTIFF 

vs. 

CONWAY P. COE, COMMISSIONER OF PATENTS, 

APPELLEE 


United States Court of Appeals for the District of 

Columbia 


Appeal No. 6804. 


The Kay & Ess Company, Plaintiff 

vs. 

Conway P. Coe, Commissioner of Patents, Appellee 


Stipulation. 

To the United States Court of Appeals j 

for the District of Columbia: 

It is hereby stipulated and agreed by and between par¬ 
ties to the above-entitled cause that Appellant’s Exhibit 
No. 40, which includes the two statements of the Examiner 
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and the decision of the Assistant Commissioner, be repro¬ 
duced as a supplemental record in this appeal. 

JOHN M. MASON, 

Local Counsel for Kay & Ess, Appellant 

R. F. WHITEHEAD, 

Solicit or to the Commissioner of Patents 


Washington, D. C. 

October 15, 1936 

Def Ex 1 

The Kay & Ess Company vs. Coe. 

Equity No. 57,455. 

A—Statement of the Trade-Mark Examiner. 

B—Supplemental Statement of the Trade-Mark Examiner. 
C—Decision of tin- First Assistant Commissioner. 


Paper No. 15 


Mailed Sep. 


13 , 1933 . 


In the United States Patent Office 
Before the Commissioner on Appeal. 


Applicant: The Kay & Ess Company. 
Trade-Mark for Lacquer Finish. 

Ser. No. 324.467, filed Feb. 25, 1932. 
Attorneys: Toulmin & Toulmin, 
Harries Building, 

Dayton, Ohio. 


Exa m ine r \$ St at e m en t 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant the alleged trade-mark “Mo¬ 
rocco” for lacquer finish. 
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The ground of refusal to register is that the alleged mark 
is not used as a trade-mark and therefore does not con¬ 
stitute a trade-mark. The labels originally presented in 
this application carry in black block type, above The trade¬ 
mark “K & S” in a monogram, the words “Black Morocco 
Finish irS376 One U S Standard Gallon”. Upon criticism 
of these labels by the Examiner the applicant furnished 
additional labels carrying only the word “Morocco” in 
place of the former notation as quoted. These: specimen 
labels are not supported by any affidavit showing the orig¬ 
inal date of use claimed, and it is not clear to the Examiner 
that they were used prior to the date of filing this appli¬ 
cation. 

It is believed by the Examiner, first, that the mark as 
shown in the labels originally submitted is an inseparable 
part of the statement “Black Morocco Finish ir8376”, 
and, second, that the word “Morocco”, whether used in 
such expression or alone, is merely a descriptive designa¬ 
tion of the type of finish used. 

With reference to the Examiner’s holding that the mark 
is a mutilation, attention is invited to the decision in ex 
parte Stephen F. Whitman & Son, 151 0. G., 193, in which 
the applicant sought registration of the word “Fussy” 
shown in the expression “A Fussy Package for Fastidious 


Folk: 


. >> 


Here it was held that the word “Fussv” so used 


did not constitute a trade-mark. The Assistant Commis¬ 
sioner said: 

“As used in the above phrase, however, it is merely an 
adjective qualifying the word ‘Package’—that is to say, it 
is the ‘Fussy Package’ which, according to the remaining 
words of the legend, is for the use of ‘Fastidious Folks.’ 
I am clearly of the opinion that the word ‘Fussyf so used 
does not constitute a trade-mark, since it does not in any 
wav signify the origin of the goods to which the: mark is 
said to be applied—to wit, candy.” 

Correspondingly, in the applicant’s mark “Morocco” 
is an adjective qualifying the noun “Finish”, and, further, 
the words “Morocco Finish” are qualified by the adjective 
“Black”. The entire expression “Black Morocco Finish 
=8376” is believed to be unitary and no more susceptible 
of dissection of the word “Morocco” therefrom than was 
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the expression “A Fussy Package for Fastidious Folks” 
susceptible of supporting the single word ‘‘Fussy”. 

For the reasons set forth in the decision above men¬ 
tioned it is believed that registration is properly refused. 

With reference to the Examiner’s holding that the word 
“Morocco” is merely a descriptive designation of the 
goods, attention is invited to an affidavit filed bv Mr. Harrv 
G. Kittridge, president of the applicant company, in which 
he states— 

“That the word ‘Morocco’ is used to designate our paints 
and varnishes where there is a special finish that looks 
like imitation Morocco leather.” 

It is believed that in view of the foregoing registration 
is properly refused. 

Very respectfully, 

F. A. RICHMOND 
Examiner of Trade-Marks. 

September 13, 1933. 


Paper No. 19 


Mailed Nov. 17, 1933. 


In the United States Patent Office 


Before the Commissioner on Appeal 


Applicant: The Kay & Ess Company. 
Trade-Mark for Lacquer Finish. 

Ser. No. 324,467. filed Feb. 25, 1932. 
Attorneys: Toulmin & Toulmin, 
Harries Building, 

Dayton, Ohio. 


Examiner's Supplemental Statement 

This is in answer to an appeal from the Examiner’s re¬ 
fusal to register to applicant the notation “Morocco” as a 


trade-mark for lacquer finish, and is supplementary to the 
Examiner’s answer of September 13, 1933. 

Applicant files a good oath supporting use of the sub¬ 
stitute labels filed April 27, 1933. These labels show the 
alleged trade-mark “Morocco” standing alone, whereas the 
original labels showed the word as a part of the statement 
“Black Morocco Finish” etc. 

The Examiner’s position with reference to the substitute 
labels displaying the word “Morocco” alone is as stated 
in the answer of September 13, 1933, viz.— 

“that the word ‘Morocco’, whether used in such expres¬ 
sion or alone, is merely a descriptive designation of the 
type of finish used.” 

That certain of applicant’s goods are known as “Black 
Morocco Finish ir837fi” appears from the original labels. 
The designation in the present substitute labels, while not 
specific as to color, is specific as to the type of finish, viz. 
a “Morocco” finish or a simulation of “Morocco”. 

It is therefore believed that the mark does not function 
as a trade-mark and is therefore not registrable under 
either trade-mark act. 

Very respectfully, 

F. A. RICHMOND 
Examiner of Trade-Marks. 
November 17, 1933. j 
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T.M. 324467-23 
AH 


Hearing: 
Jan. 31, 1934 


Copy Mailed Apr. 11, 1934. 


In the United States Patent Office 


Ex parte The Kay & Ess Company 


Appeal 


Application for Registration of Trade-Mark 
and Varnishes, filed February 25, 1932, 
324,467 


for Paints 
Serial No. 


Toulmin & Toulmin for applicant. 

Recorded Vol 159 P. 204 


This is an appeal from the refusal of the Examiner of 
Trade-Marks to register, under the Act of 1920, the word 

MOROCCO” as a trade-mark for paints and varnishes. 
The ground of refusal to register is that the word is not 
employed in a trade-mark sense hut merely serves as a de¬ 
scriptive designation of the type of finish produced by the 
varnish. 

It appears from the record that the applicant has trans¬ 
ferred this application from the 1905 Act to the 1920 Act 
and therefore any possible objection to the registration of 
the mark on the ground that it is geographical or descrip¬ 
tive is removed. 

It is believed that the Examiner of Trade-Marks was cor¬ 
rect in his conclusion that the mark is employed not as a 
trade-mark to indicate origin or source of manufacture but 
simply as a notation to designate the type of finish pro¬ 
duced by applicant’s product. That this is so is indicated 
by the manner in which the mark is applied to the goods, 
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namely, by being stamped in small type near the top 
margin of the label and, as shown in the first specimens 
filed, by being employed in conjunction with type of equal 
size which, in addition to indicating the finish, sets forth 
the color and the quantity. Also, this conclusion is strongly 
fortified by a statement contained in an affidavit filed by 
the President of the applicant company to the effect that: 
“the word ‘Morocco’ is used to designate our paints and 
varnishes where there is a special finish that looks like 
imitation Morocco leather.” 

An inspection of a sample of the varnish, which samples 
have been submitted during the prosecution of the applica¬ 
tion, shows that the finish does in fact simulate the well- 
known Moroccan leather finish. ; 

In Ex parte Keyless Auto Clock Co., 309 0. G. 223; 1923 
C. D. 25, it was held that the words “Rim Wind” and 
“Rim Set” applied to automobile clocks were in no way 
distinctive and failed to constitute trade-mark use. Sim¬ 
ilarly, in Ex parte Ashaway Line & Twine Mfg. Co., 329 
0. G. 264; 1924 C. D. 146, the words “Extra Strength” 
as a trade-mark for fishing lines were denied registration 
on the ground that they had not been used as a trade-mark. 
Also in Ex parte H. K. H. Silk Co., 329 0. G. 266; 1924 
C. D. 150, the words “Ready for Use” were refused reg¬ 
istration on the ground that they did not indicate source 
or origin and hence were not used as a trade-mark. In Ex 
parte The R. T. French Company, 20 Pat. Q. 290, it was 
held that the term “AIR-WASHED”, applied to bird seed 
in much the same manner that applicant’s mark “MO¬ 
ROCCO” is physically applied to its product, did not serve 
to indicate origin but was merely indicative of the manner 
in which the product was prepared. In the case! at bar, 
the mark fails to designate origin or source of manufac¬ 
ture and is simply indicative of the type of finish pro¬ 
duced by the product. 

The decision of the Examiner of Trade-Marks is af¬ 
firmed. 

RICHARD SPENCER 

First Assistant Commissioner . 


APR 11 1934 




United States Court of Appeals for the 

District of Columbia 

APRIL TERM, 1936 : 

No. 6804 


The Kay & Ess Company, Appellant, 

v. 

Conway P. Coe, Commissioner of Patents, Appellee. 


REPLY BRIEF FOR APPELLANT 


In Hercules v. Newton , 266 Fed. 170, the Second C. C. 
A., in order to test whether the word “Infallible”; was de¬ 
scriptive, applied the mark to the plaintiff's articlcoi trade 
with which it was commercially used; and did not test 
the descriptiveness of the mark with reference to the articles 
of the purchasers of plaintiff’s goods. That plaintiff’s arti¬ 
cle was explosive powder. It found “Infallible' to be 
descriptive of the action of plaintiff's powder—the cer¬ 
tainty of its explosive nature. But “Morocco" is not 
descriptive of appellant's liquid paints, enamels, var¬ 
nishes and japans. The statutory test is the meaning of 
the mark as applied to the product sold under it. ‘fMoroc¬ 
co" is purely arbitrary or non-descriptive as respects 
these liquids. Rather is “Morocco" fanciful as applied 
to paints, enamels and varnishes. This is also the uni¬ 
versal comparison: and the only one. The universal prac¬ 
tice is to compare the mark with the product on which it 
is used in commerce. This Hercules powder case is illus¬ 
trative of such statutory and universal comparison. 
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Blit the Patent Office and the Court below departed 
from this fundamental basis, and overlooked that the 
comparison of the mark “Morocco” should be only with 
the products to which it is applied in trade, as set forth 
in the statute. The language of the statute is: 

“That no mark which consists * * * merely 

in words or devices which are descriptive of the goods 
zeitli which they ore used . * *” is reenterable. 

(Title 15, Sec. 85. U. S. C. A. ) 

Instead, the mistake of the Patent Office and of the 
Court below was in comparing the word “Morocco” with 
the articles of the customers of appellant . This misapplica¬ 
tion is definitely shown in Finding 2, which reads: 

2. “Plaintiff's finish when applied to an article 
gives an appearance indicating a simulation of Mo¬ 
rocco leather." 

This finding is. therefore, clearly incorrect. At this 
point, the Court will please turn to page 13 et seq. of our 
main brief, where this point is discussed more in detail. 

Instead of following the statute and comparing the 
meaning of the trade-mark word only with appellant’s 
product on which it is used in commerce the tribunals 
below, and the brief of the learned counsel for the Com¬ 
missioner. erroneously associated the arbitrary name or 
word “Morocco” with the objects or articles of third 
parties who use applicant’s products. 

“While the mark literally does not describe a paint 
in the sense that it does not tell you the color of the 
paint or its consistency, it does describe a character¬ 
istic of it. namely, that zehen placed upon material the 
finish zeill look like Morocco leather .” (P. 2 of that 

brief.) 

That comparison was error. 

Mr. Kittredge. president of the appellant company, 
testified as follows: 

“The term ‘Morocco' is a trade-mark referring to 
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an enamel of a variety of colors and of a variety of 
finishes, * *.” (Rec. 16.) 

“When the term ‘Morocco’ is used in tlie trade it 
identifies the products made by The Kay & Ess 
Company. We have used the term, ‘Morocco; for 
the purpose of identifving our enamel, since Febru¬ 
ary 22, 1928.” ( Rec. 17. ) | 

In both of the cases cited in the brief for the Commis¬ 
sioner the mark in question was compared with the 
product to which the mark was applied by the adopter 
of the mark. In the Scholl case the mark was pictorial, 
showing* a shoe, the lingers of a human hand and the 
arch support. The Court of Appeals of the District of 
Columbia (this Court) found the illustration or picture 
was descriptive, in meaning, of the article on which the 
mark was used. In that sense the Scholl case: sustains 
our position that the mark must be compared only with 
the article on which the mark is used by the'adopter. 
That case, therefore, is authority for the case at bar as 
to our insistence that the tribunals below should have 
compared “Morocco” only with appellant’s liquid paints, 
enamels, japans and varnishes. Such comparison or 
application of the mark to the products of the; adopter 
establishes that “Morocco” is not descriptive as applied 
to these products. 

Likewise, in the other case cited in the Commissioner's 
brief, namely Hercules r. Xezeton , where, as we pointed out 
above, the mark “Infallible” was compared with the 
smokeless powder, and not with the cannon or gun with 
which the powder would be used: and not with the cart¬ 
ridge in which was used the powder bought from the 
Hercules Co. 

Indeed, the whole basis of registration of a trade-mark 
depends upon comparing the mark sought to be regis¬ 
tered with the article with which the mark is used: and 
in the administration in the Courts of the rights of the 
owners of the marks, the comparison is made as between 
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those marks and the snoods to which they are applied 
by the owner, and the marks are not compared with the 
product of the owner’s customers who use the owner’s 
product. 

Respectfully submitted, 

! H. A. TOULMIN, 

H. A. TOULMIN, Jr., 

Counsel for Appellant. 

Dayton, Ohio, 

December, 1936. 



